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SUGGESTION FOR REHEARING EN BANC 


Appellant unsuccessfully invoked the Freedom of In- 
formation Act to compel the Patent Office to produce a 
body of secret agency law in part accumulated in some 
170-175 bound volumes of unpublished manuscript opin- 
ions. 


If the decision denying relief stands, the agencies are 
free to ignore the mandate of § 552(a) (2) that all “final 
opinions” “shall” be made available to the public and 
revert with impunity to the very same secret adjudicatory 
procedures which the statute was enacted to correct.’ 


This shocking decision is in conflict with every relevant 
prior ruling of this Court. It is seemingly a consequence 
of the Court’s misplaced concern that a judgment for the 
plaintiff would impose an undue burden on the agency * 


2 The House Report (H.R. 1497, 89th Cong.) states: “In addition 
to the orders and opinions required to be made public by the present 
law, [5 U.S.C. 552(a) (2)] would require agencies to make available 
statements of policy. . . . This material is the end product of 
Federal administration. It has the force and effect of law in most 
cases, yet under the present statute these Federal agency decisions 
have been kept secret”. Professor Davis has stated: “The govern- 
ing principle, which I think is without exception, is that secret 
law is forbidden”. “The Act’s . . . accomplishments in opening up 
secret law are impressive. The most significant gains from the 
entire Act are those growing out of the requirement in [5 U.S.C. 
552(a) (2)] of disclosure of .. . opinions. . . .” Davis, Treatise on 
Administrative Law, 1970 Supp., Sec. 3A.21, p. 159; 3A.27, p. 
169. 


2'The Congress rejected attempts by the agencies to escape the 
obligations of the statute on the grounds of burdensomeness (see 
Appellant’s Reply Brief, Sec. IV, p. 10, et seg.) and, instead, made 
it quite clear that the Act “does not authorize withholding of infor- 
mation or limit the availability of records to the public, except as 
specifically stated”, 5 U.S.C. 552(c). A similar “burden” argument 
was flatly rejected in Wellford v. Hardin, 315 F. Supp. 175 (D.Md. 
1970), aff'd 444 F.2d 21 (4 Cir. 1971), in which the district court 
correctly held: 


“.. , The fact that to find the material would be a difficult or 
time-consuming task is of no importance in making this deter- 
mination; an agency may make such charges for this work as 
permitted by the statute. To deny a citizen that access to 
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as implied by an affidavit of agency counsel as to which 
appellant sought but was denied an opportunity to de- 
velop counterevidence through discovery of facts exclu- 
sively within the knowledge of the appellee In deroga- 
tion of Rule 54(c) partial relief, even as to the bound 
volumes of opinions, was denied because complete relief 
as requested by the complaint was held to be unavailable. 


The impact of this decision will surely extend to the 
preponderance of pending and future Freedom of Infor- 
mation Act litigation in this circuit if not elsewhere. Con- 
sideration by the full court is necessary to secure and 
maintain uniformity of decision in such cases. 


The Conflict In Decision As To 5 U.S.C. 552(a)(2)(A) 


5 U.S.C. 552 (a) (2) (A) provides: 

“(2) Each agency, in accordance with published 
rules, shall make available for public inspection and 
copying — 

“(A) final opinions, including concurring and 


dissenting opinions, as well as orders, made in 
the adjudication of cases; 


* * * * 


unless the materials are promptly published and 
copies offered for sale... .” 


agency records which Congress has specifically granted, be- 
cause it would be difficult to find the records, would subvert 
Congressional intent to say the least. Therefore, this court 
finds the defendant’s assertion that this requested information 
is not an ‘identifiable record’ within the meaning of the statute 
to be totally without merit.” 315 F. Supp. at 177. 


3 Evidence recently developed from the same defendant Commis- 
sioner of Patents in a related case indicates that the affidavit may 
be incorrect. See the concurrently filed “Appellant’s Motion to 
Withdraw Opinion and Vacate Judgment”. 
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Six judges of this Court in three different opinions‘ 
have held that this statute is mandatory, that it is subject 
to judicial enforcement and that under its provisions “the 
agency must disclose to any person upon request all ‘final 
opinions’ ”, American Mail Line, Ltd. v. Gulick, 183 App. 
D.C. 382, 388, 411 F.2d 696, 702 (1969).° The three dif- 
ferent judges in this case have held the opposite. 


In Gulick, the plaintiff invoked §552 (a) (2) (A) to gain 
access to an “April 11 ruling” which the agency (like 
the Patent Office in this case) refused to make “available 
for public inspection and copying” “in accordance with 
published rules” as the statute requires. The Court af- 
firmatively held that production was required under Sec- 
tion (a)(2), stating: 


“The Act specifically states that the agency must 
disclose to any person upon request all ‘final opinions 
as well as orders, made in the adjudication of 
eases’ (5 U.S.C. §552(a) (2) (A)). . . .” 411 F.2d 


~_* 


at 702. 


“| .. we conclude that the Board’s April 11 ruling 
clearly falls within the confines of 5 U.S.C. §552(a) 
(2)(A) and consequently it must be produced for 
public inspection.” 411 F.2d at 703. 


In holding that judicial enforcement is available to 
compel agency compliance with the mandatory provisions 
of § (a) (2) (A), the Gulick court said: 


“.. + In other words, if the agency refuses to com- 
ply with paragraphs (1) or (2) it is then subject 
to suit under the processes spelled out in paragraph 
(3). The only viable interpretation of this paragraph 
is that the judicial process is available to compel the 


+ American Mail Line, Ltd. v. Gulick, 188 App. D.C. 382, 411 F.2d 
696 (1969) (Judges Bazelon, Prettyman and Tamm); Sterling 
Drug, Inc. v. FTC, —— App. D.C. ——, 450 F.2d 698 (1971) 
(Judges Bazelon, Tamm and Wilkey) ; Grumman Aircraft Engineer- 
ing Corp. V. Renegotiation Board, 188 App. D.C. 147, 425 F.2d 578 
(1970) (Judges Bazelon, Wright and Robinson). 


‘This ruling paraphrases the legislative history. S.Rep. 813, 
89th Cong., 1st Sess. states: “Apart from the exemptions, agencies 
must make available for public inspection and copying all final 
opinions”. 
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disclosure of agency records not made available under 
paragraphs (1) and (2) as well as the agency rec- 
ords referred to in paragraph (3). Congressional in- 
tent (although not spelled out directly anywhere) 
seems to have been that judicial review would be 
available for a violation of any part of the Act, not 
merely for subsection (3). 


“We feel that Congress was merely trying to dis- 
tinguish between two different types of agency rec- 
ords, not attempting to limit judicial review; other- 
wise, Congress would have created a right without a 
remedy. In so construing this statute we recognize 
that the last sentence in paragraph (2) does not 
contain a sanction, but we feel it was not meant to 
be an exclusive one. . . .” 188 App. D.C. at 387, 411 
F.2d at 701.° 


In Sterling Drug, this Court, following and quoting 
Gulick, again enforced Section (a)(2) to order the re- 
lease of an “opinion” not made available to the public in 


accordance with published rules, noting that “In Gulick 
-. - we held that . . . the memorandum was... a portion 
of an agency order specifically subject to disclosure under 
85 U.S.C. 552(a)(2)(A), which requires federal agencies 
to disclose to any person upon request all ‘final opinions’ ”, 
450 F.2d 698 at 705. 


In Grumman the Court, enforcing §552(a)(2)(A ), held: 
“Government agencies are now required to make available 
to the public their ‘final opinions, including coneurring 
and dissenting opinions, as well as orders’”, 188 App. 
D.C. at 149, 425 F.2d at 580. 


In direct conflict with Gulick, Sterling Drug and Grum- 
man, the panel in this case—no member of which par- 


* The panel in this case adopted (Op. p. 4), as the basis for its 
erroneous construction of Gulick, a specious Government argument 
(Br. 7) based on a fragment only of the court’s discussion of 
judicial enforcement of § (a) (2)(A). The portion above quoted 
was largely omitted both from the Government brief (p. 7) and the 
opinion (p. 4). This omitted portion cannot be squared with the 
interpretation of Gulick which appears in the opinion but, rather, 
demonstrates that such interpretation is wrong. 
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ticipated in any of the three prior decisions—has held 
that agency compliance with $(a) (2) (A) is not manda- 
tory; that the statute’s provisions cannot be judicially en- 
forced; and that an agency “omission under published 
rules” to make final opinions public as the Act requires 
relegates a Freedom of Information Act plaintiff to pro- 
ceeding only under 5 U.S.C. 552(a) (3) to obtain access 
to the very “final opinions” with which §(a) (2) (A) is 
specifically concerned. 


Seemingly misguided by the Government brief (see note 
6 supra, p. 4), the panel observed that the defendant 
Patent Office, defying §(a) (2) (A), has not made final 
manuscript decisions available “in accordance with pub- 
lished rules” and then held: “Accordingly, under the con- 
struction of the Act adopted in Gulick, they are to be 
produced [not under Par. (a) (2) (A) but only] under the 
process spelled out in paragraph (a) (3), namely as the 
result of a request for ‘identifiable records’ ” (Op. p. 5). 


This remarkable ruling is then coupled with a strict 
construction of the “identifiable records” provision of 
§ (a) (3) to impose on a party proceeding under that sec- 
tion a burden which is impossible to discharge in the 
absence of secret information known only to the agency. 
See infra, p. 7 n. 8, 


Under this decision, every agency may now be expected 
to emulate the Patent Office policy of failing to make de- 
cisions available pursuant to published rules—a policy 
which the panel acknowledged to be “inconsistent in spirit 
with that now embodied in statutory form in paragraph 
(a) (2) of the Act”, (Op. p. 8, n. 4)—and thus devitalize 
the statute. 


The Conflict in Decision as to the “Identifiable 
Records” Provision of 5 U.S.C. 552(a)(3) 


In Bristol-Myers Co. v. FTC, 138 App. D.C. 22, 424 
F.2d 935 (1970), the court held: 


“. . . Before 1967, the Administrative Procedure Act 
contained a Public Information section ‘full of loop- 
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holes which allow[ed] agencies to deny legitimate in- 
formation to the public.’ When Congress acted to close 
those loopholes, it clearly intended to avoid creating 
new ones. The statutory requirement that a request 
for disclosure specify ‘identifiable records’ calls for 
‘a reasonable description enabling the Government em- 
ployee to locate the requested records,’ but it is ‘not 
to be used as a method of withholding records.’ 
The F.T.C. can hardly claim that it was unable to 
ascertain which documents were sought by Bristol- 
Myers... .” 188 App. D.C. at 25, 424 F.2d at 938.7 


In this case, the panel, after paraphrasing the empha- 
sized portion of the ruling in Bristol-Myers, held: 


“ _ . In light of the facts before the District Court 
the present request does not seem to us to meet this 
standard. ...” (Op. p. 7) 


* * * * 


“| | While this court in Getman v. NLRB, supra, 
[450 F.2d 670 (1971)] upheld the District Court in 
requiring compliance by the National Labor Rela- 
tions Board with a broad request, there was no prob- 
lem of identification of the records requested... .” 
(Op. p. 8) 

Judicial gloss notwithstanding, the fact is that the 
“identifiable record” rulings in this case are in direct 
conflict with Bristol-Myers and Getman. These rulings 
cannot be squared with the panel’s own acknowledgement 
that as a matter of record fact the Patent Office has 
already ascertained and located and identified a very sig- 
nificant proportion of the requested records. 


The opinion states: 


“|. The record also shows that some of the manu- 
script decisions are in 170 to 175 volumes composed 
during the hundred years from 1853 to 1954. It is 


7 Cited and followed in Wellford v. Hardin, 315 F.Supp. 175 
(D.Md. 1970), aff'd 444 F.2d 21 (4 Cir. 1971), with which the 
decision in this case is also in direct conflict. See note 2, supra, 
p. 1. 
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not disputed that these volumes are indexed at least 
to the extent of the volume number in which the 
decisions appear, with an alphabetical index in each 
volume of the names of the petitioners and the pages 
on which the pertinent decisions appear. . . .” (Op. 
p. 6) 


The opinion also states that the Patent Office did not 
appeal from the District Court’s order that it “make 
available an index of all manuscript decisions rendered 
since July 4, 1967 . . . conformably with the terms of 
5 U.S.C. §552(a)(2)” (Op. p. 3), hence the Patent 
Office has also ascertained, identified and located all of 
these post-July 4, 1967 opinions. 


At least as to all of these already-located opinions, 
the judgment affirming the dismissal of the complaint 
conflicts totally with Bristol-Myers and Getman in this 
circuit and with Wellford in the Fourth Circuit. 


The opinion’s reliance on Paragraph 9 of the Martin 
affidavit and upon counsel’s speculation as to the number 
of decisions involved (Op. p. 6) suggests that the real 
basis for the anomalous “identifiable records” ruling is 
not that the aforementioned bound volumes and indexed 
decisions fail to meet the Bristol-Myers standard but, 
rather, an unwarranted concern that appellant’s original 
“request”, which of necessity was for “all” manuscript 
decisions, imposed an undue burden on the agency.* Ap- 
parently to relieve the agency of this supposed “burden” 
the panel emasculated Paragraph (a) (3) of the Act by 
rejecting its mandate that “the burden is on the agency 
to sustain its action” to impose instead a burden on ap- 
pellant which he could not possibly discharge “to request 
the desired records with greater descriptive concentra- 
tion” (Op. p. 7). And because complete relief was found 
to be unavailable, the appellant was denied any relief 


8See note 2, supra, p. 1. Appellant’s original “request” was 
necessarily for “all” decisions because the information requisite 
to a more specific request was (and largely still is) exclusively in 
control of the agency. 
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at all even as to the bound and indexed decisions the 
agency has already located—production of which would 
impose no burden on the agency whatever. 


This disposition of the appeal conflicts with Rule 54 (c) 
and the consistent rulings of this Court which hold that 
partial relief is to be granted when the complete relief 
as requested by the complaint is not available.° The all- 
or-nothing approach applied here to deny relief makes 
a mockery of the very title of the Freedom of Information 
Act. 


2 A typical statement appears in Grumman, supra, as follows: 


«“. _. The court below granted the Board’s motion for summary 
judgment, without opinion. We conclude that the statute does 
not render the documents completely immune from disclosure. 
Accordingly, we reverse the District Court’s judgment and 
remand for further proceedings to determine which documents 
(or parts thereof) are available to appellant under the Act.” 
138 App. D.C. at 148-149, 425 F.2d at 579-80. 


The denial of partial relief violates Rule 54(c) which provides 
in nondefault cases that “every final judgment shall grant the relief 
to which the party in whose favor it is rendered is entitled, even if 
the party has not demanded such relief in his pleadings”. “This 
provision implements the general principle of Rule 15(c), that in a 
contested case the judgment is to be based on what has been proved 
rather than what has been pleaded. . . . If a party has proved a 
claim for relief the court will grant him that relief to which he is 
entitled on the evidence regardless of the designation of the claim 
or the prayer for relief.” Wright and Miller, Vol. 3, § 1194, pp. 35- 
36. Similarly, to defeat a motion to dismiss for failure to state a 
claim under Rule 12(b) (6), “it need not appear that plaintiff can 
obtain the particular relief prayed for, as long as the court can 
ascertain that some relief may be granted”, Ibid, Vol. 5, § 1357, p. 
602. “Although part of the relief demanded by plaintiffs could not 
possibly be granted, the complaint should not have been dismissed, 
since the question was not whether all of the relief asked for 
could be granted, but whether plaintiffs could be accorded any 
relief”, Lada v. Wilkie, 250 F.2d 211 (8 Cir. 1957). See also 
Norwalk CORE v. Norwalk Redevelopment Agency, 395 F.2d 920 
(2 Cir. 1968) ; U. S. v. Howell, 318 F.2d 162 (9 Cir. 1963) ; McHugh 
v. Reserve Mining Co., 27 F.R.D. 505 (D. Ohio 1961); and Asher 
v. Reliance Insurance Co., 308 F.Supp. 847, 850 (N.D. Cal. 1970). 
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Factual Inaccuracies in the Opinion 


The decision is at variance not only with established 
law but also with the record facts in a plurality of re- 
spects. For example, 


(1) Although the Government so argued (Br. p. 7), 
Mr. Martin did not swear and there is no evidence in 
the record that all—or any—of the files mentioned in 
Paragraph 9 of the Martin affidavit would have to be 
examined even to grant complete relief to the appellant 
as the opinion seems to assume (Op. p. 5). If such in- 
vestigation is not required—a fact which appellant sought 
and was denied opportunity to prove as the opinion ac- 
knowledges (Op. p. 5)—the mere existence of such files— 
which is all the Martin affidavit establishes—is imma- 
terial. 


(2) The Martin affidavit was not properly considered. 
The panel justified doing so by speculating, seemingly 
contrary to the face of his order, that the trial judge 
did consider matter outside the pleadings (Op. p. 9)° 
and on that speculative ground justified its own con- 
sideration of the Martin affidavit. An essential part of 
this approach is the imputation to appellant’s counsel 
of an agreement (Op. p. 10, n. 7) to waive discovery 
which the record clearly shows that counsel never made 
Appellant should not have been prejudiced either by 


10In the first paragraph of its “order” the District Court noted 
that both the defendant’s “motion to dismiss” and “for summary 
judgment” were before it (App. 65), but the subsequent ruling was 
only that “the defendant’s motion to dismiss be granted” for the 
stated reason that the court found “the request in the present case 
too broad to be identifiable” (App. 67). Further, the court made no 
reference either to the Martin affidavit or to appellant’s Rule 56(f) 
affidavit and carefully stated that no finding was made as to certain 
matters, including trade secrets and “finality”, controverted by these 
papers. 


11 See the detailed discussion of this factual error including the 
statement of counsel at page 1 et seg. of the concurrently filed 
“Memorandum in Support of Appellant’s Motion to Withdraw 
Opinion and Vacate Judgment”. : 
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speculation as to the District Court’s action or by the 
error as to counsel’s undertaking. 


(3) Evidence now obtained from the defendant Com- 
missioner of Patents in related litigation suggests that 
the averments of Paragraph 9 of the Martin affidavit 
may not be correct** in that many of the “files” to 
which the averment adverts have apparently been de- 
stroyed. The accuracy of the Martin affidavit being in 
doubt, the prejudice to appellant consequent from its 
consideration by the panel over appellant’s objection and 
in the absence of discovery is apparent. 


PETITION FOR REHEARING 


Appellant petitions for rehearing with respect to the 
judgment entered June 15, 1972. 


The points of law and fact which in the opinion of the 
petitioner the Court has overlooked or misapprehended 


are stated with particularity in support of the fore- 
going “Suggestion for Rehearing En Banc”. Additional 
errors of fact are discussed in the concurrently filed 
“Appellant’s Motion to Withdraw Opinion and Vacate 
Judgment” and supporting memorandum. 


Respectfully submitted, 


Mary HELEN SEARS 
1801 K Street, N. W. 
Washington, D. C. 20006 
Attorney for Appellant 


12 See the discussion of the apparent errors in Paragraph 9 of 
the Martin affidavit at page 7 et seg. of the concurrently filed 
“Memorandum in Support of Appellant’s Motion to Withdraw 
Opinion and Vacate Judgment”. 
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In THE 


United States Court of Appeals 


For THE DISTRICT OF COLUMBIA 


No. 24,742 


Epwarp §. IRONS, 
Appellant, 


Vv. 


WILLIAM B. SCHUYLER, 
Commissioner of Patents, 
Appellee. 


Appeal from the United States District Court 
for the District of Columbia 


BRIEF FOR APPELLANT 


STATEMENT OF ISSUES PRESENTED 


1. Was 5 U.S.C. 552(a) (2) as enacted intended by 
Congress to be of “broad, sweeping, indiscriminate” 
reach, so that its enforcement is not to be conditioned 
upon the number of agency opinions and orders encom- 
passed? 


2. Does 5 U.S.C. 552(a) (2) require the opinions, etc., 
that it directs the federal administrative agencies to make 
available for public inspection and copying to be “identi- 
fiable records” within the meaning of 5 U.S.C. 552 (a) (3) 
or otherwise? 
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8. Are agency opinions or records “identifiable” if de- 
scribed in a manner that would enable an agency em- 
ployee to recognize, and hence locate, them? 


4. Specifically, are agency opinions or records “iden- 
tifiable” if (i) described in terms acknowledged to be 
completely understood by the agency and (ii) admittedly 
in large part maintained by the agency in individually 
indexed bound volumes? 


5. Does 5 U.S.C. 552(a) (2) foreclose public access to 
Patent Office decisions rendered before July 4, 1967 which 
can be specifically described only by resort to publicly 
inaccessible information controlled by the Patent Office 
and not required to be indexed? 


6. Particularly in view of 5 U.S.C. 552(c), does a 
district court’s mere speculation that full enforcement of 
5 U.S.C. 552(a) (2) might impose a burden on the court 
justify a refusal of such enforcement? 


In compliance with Rule 8(d) of this Court, plaintiff- 
appellant states that one aspect of the pending case was 
previously before the Court in the mandamus action No. 
24,587 styled as Irons v. Gasch. 


STATEMENT OF FACTS 


The present action was instituted pursuant to 5 U.S.C. 
552, the Public Information Act, to compel the United 
States Patent Office to make publicly available certain 
decisions of its administrative tribunals in compliance 
with subsection (a) (2) of that Act. 


*5 U.S.C. 552 in its entirety is reproduced, infra, p. 1a. In sub- 
stance subsection (a) (2), to the extent here pertinent, requires 
each of the federal administrative agencies (1) to make available 
for public inspection and copying all final opinions and orders ren- 
dered in the adjudication of cases and all statements of policy or 
interpretations adopted by the agency but not published in the Fed- 
eral Register, as well as (2) to maintain a current index of all 
such material for public inspection and copying. 
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Defendant-appellee William Schuyler is the present 
Commissioner of Patents and the officer charged by law 
(35 U.S.C. 6) with performance of all duties imposed by 
statute upon the Patent Office. 


Plaintiff-appellant Edward S. Irons is a lawyer over 
20 years at the bar whose practice encompasses repre- 
sentation of clients before the U. S. Patent Office. Mr. 
Irons has personally been refused access to requested 
decisions of Patent Office tribunals required by 5 U.S.C. 
552(a) (2) to be available for public inspection and 
copying. 


The complaint in this case was filed January 12, 1970 
after a final refusal by the Patent Office (A 8-9) to make 
the requested decisions available pursuant to 5 U.S.C. 
552 (a) (2). As filed, the complaint sought an order di- 
recting the defendant Commissioner of Patents to: 


(a) produce for public inspection and copying, 


pursuant to 5 U.S.C. 552(a) (2) “all unpublished 
manuscript decisions of the Patent Office, together 
with such indices as are available’;? and 


(b) maintain and make available for public in- 
spection and copying a current index of manuscript 
decisions rendered since July 4, 1967 as required by 
5 U.S.C, 552 (a) (2). 


In its order of October 23, 1970, entered October 26, 
1970, the district court ordered the Commissioner to com- 
ply with the indexing requirement of 5 U.S.C. 552 (a) (2) 


* Manuscript decisions were characterized by the court below in 
its order as “Unpublished office decisions, available to office person- 
nel in typewritten form but not to the public” (A 65). They are 
rendered by a plurality of Patent Office tribunals, including the de- 
fendant Commissioner, the Patent Office Board of Appeals, the 
Board of Patent Interferences, and the Patent Interference Exam- 
iner (Complaint, Par. 5; A 5). 
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but otherwise dismissed the complaint. This appeal from 
only the dismissal order followed on October 26, 1970.* 


The Commissioner’s answer to the complaint was be- 
latedly filed on April 6, 1970,* alleging six numbered 
defenses, viz.: 


(1) the complaint “fails to state a claim upon 
which relief can be granted” (“First Defense’) 
(A 18); 


(2) the case “is barred by 35 U.S.C. Section 122” 
(“Second Defense’) (A 13); 


(8) the case “is barred in that the records re- 
quested are not identifiable as required by 5 U.S.C. 
552(a) (8)” (“Third Defense”) (A 18); 


3 As the record shows, the Commissioner on December 21, 1970 
filed a “Notice of Appeal”, On December 29, 1970, however, plain- 
tiff’s counsel was advised in a telephone call from Miss Herwig of 
the Appellate Section, Civil Division, United States Department of 
Justice, that this appeal would be withdrawn pursuant to direction 
of the Solicitor General. Formal notice of the withdrawal has not 
yet been received by plaintiff, though counsel on January 4, 1971 
again verified with Miss Herwig that the withdrawal will be ef- 
fected. 


* Having failed to answer, move or otherwise plead within the 
60 days permitted by statute, the Commissioner requested and 
was as a matter of courtesy granted plaintiff’s agreement that his 
time for response to the complaint be extended to March 30, 1970. 
Upon expiration of that stipulated enlargement of time, the Com- 
missioner moved in the court below for a further extension of 
time to April 6, 1970 (A 12). 


Plaintiff opposed this motion (A 12) on the grounds that suffi- 
cient time had already been afforded and that 5 U.S.C. 552 itself 
requires expedition “in every way” of cases arising under it. On 
April 6, 1970 the Commissioner filed his answer, and—over plain- 
tiff’s opposition and in the absence of any ruling by the court 
below—a “praecipe” (A 15) withdrawing his motion for enlarge- 
ment of time as “moot”. 


As the record shows, similarly cavalier tactics were successfully 
pursued by the Commissioner throughout the case below to ob- 
struct plaintiff from access to relevant information within de- 
fendant’s control and impede plaintiff from developing or present- 
ing evidence on his own behalf. 
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(4) the ease “is barred by 5 U.S.C. section 
552(b) (3) and 5 U.S.C. 552(b) (4)” (“Fourth De- 
fense”) (A 13); 


(5) the case “is barred in that 5 U.S.C. section 
552 (a) (2) (A) requires that the agency shall make 
available final opinions and final orders only” (“Fifth 
Defense’) (A 18); and 


(6) in the so-called “Sixth Defense”, specifically 
answering each of the numbered paragraphs of the 
complaint (A 13-14). 


The order below is posited solely upon the district 
court’s purported finding that “the request in the present 
case [is] too broad to be identifiable’ (A 67)—an ap- 
parent endorsement of the Third Defense.‘ 


5 By granting a portion of the relief sought in the complaint 
and directing the Commissioner to maintain a current index, pur- 
suant to 5 U.S.C. 552(a) (2), of those requested decisions rendered 
subsequent to July 4, 1967, the order below necessarily rejects the 
First Defense and impliedly holds that the complaint does state 
a claim upon which relief can be granted. 


The order seemingly treats both the Second and Fourth De- 
fenses as trade secret claims, stating: 


“The papers presented indicate that it is arguable that some 
of the requested materials contain trade secrets excludable 
under 5 U.S.C. § 552(b) (4) or 35 U.S.C, § 122... .” (A 66) 


The order then specifies that no determination has been made as 
to “whether or not they [the requested decisions] contain exclud- 
able trade secret materials” (A 67). 


Similarly, the order refuses adjudication of the Fifth Defense, 
stating, “The court makes no finding as to whether or not these 
manuscript decisions are final opinions” (A 67). 


The Sixth Defense which actually constitutes defendant’s par- 
ticularized answer to the allegations of the complaint is not per se 
treated in the order, though the district court appears to have at 
least tacitly acknowledged some degree of merit in the complaint 
by its statement that: 


“, .. it seems probable that some of the manuscript decisions 
should be made available under the Act... .” (A 67) 
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On April 29, 1970, plaintiff sought to explore, in 13 
interrogatories, the specific averments of defendant’s be- 
lated answer, including each of its numbered defenses. 
In lieu of serving objections within the ten-day time then 
afforded by Federal Rule 33, the Commissioner on May 
12, 1970 moved “for a protective order . . . providing 
that defendant . . . need not serve objections or answers 
to interrogatories served upon him until disposition of 
the motion to dismiss or for summary judgment which 
defendant will file shortly,* and to stay discovery until 
disposition of said motion” (A 21).¢ 


Plaintiff on May 18, 1970 countermoved under Rule 
37(a) “for an order requiring defendant to answer plain- 
tiff’s interrogatories . . . on or before June 8, 1970... 
under oath as required by Rule 33” (A 21). This motion 
was actually formulated by plaintiff’s counsel in Munich, 
Germany and conveyed to Washington, D. C. by telex in 
the interests of expediting the case “in every way” pur- 
suant to 5 U.S.C. 552 (A 22). Plaintiff sought, concur- 
rently with the filing of the latter motion, an immediate 
hearing before the court upon both it and defendant’s 
protective order motion. This hearing was refused on the 
ground that “Judge Gasch is not setting any civil cases 
down for hearing until after August due to his efforts 
to clear his slate of criminal cases, except in cases of dire 
urgency” (A 28). 


Plaintiff, recognizing that adherence to such a proce- 
dure would deprive it of any chance to obtain timely an- 
swers to its proper interrogatories for use in countering 
the summary judgment motion, and would de facto permit 


* Unless otherwise specified, this and all other emphasis in quo- 
tations has been added. 


* At the June 1, 1970 hearing, counsel for the Commissioner 
erroneously characterized this motion as “objections” (A 35) to 
the interrogatories, apparently overlooking that it asks, in terms, 
for the Commissioner to be relieved from serving “objections” to 
plaintiff’s interrogatories. 
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the Commissioner to control the course of the case below, 
called to the district court’s attention the requirement of 
5 U.S.C. 552 that this and similar cases be expedited “in 
every way” and again asked for an immediate hearing. 
While acknowledging the 5 U.S.C. 552 requirement for 
expedition of all cases arising under it, the district court 
granted no hearing. 


Accordingly, on May 27, 1970 plaintiff moved formally 
for an emergency hearing to be held May 28, 1970, sup- 
porting its motion with an affidavit of counsel recounting 
in detail the steps taken to that date in an effort to ob- 
tain a hearing (A 22-27). 


Plaintiff’s motion resulted in a brief hearing on the 
morning of June 1, 1970 (A 32-86). At this hearing, 
the Commissioner’s counsel, arguing that plaintiff’s in- 
terrogatories were “burdensome”, sought to be excused 
from filing answers under oath and to provide plaintiff 
instead with his own unsworn arguments concerning the 


defenses set out in the answer to be advanced in his then 
still unfiled motion to dismiss. He said: 


“, . . We will discuss every one of these defenses in 
our motion for summary judgment or to dismiss, 
which we will file tomorrow... .” (A 35) 


The district court ignored every facet of the Commis- 
sioner’s default on the more than 30-day old interroga- 
tories and refused to recognize any significance to the 
evidentiary difference between interrogatory answers un- 
der oath and unverified arguments of the Commissioner 
and his counsel to rule that the prospective motion of 
the Commissioner had precedence over all then outstand- 
ing matters. Said the district judge: “the motion to dis- 
miss takes priority over all other motions” (A 35). The 
district court did not even acknowledge plaintiff’s request 
“to have evidence in the form of interrogatory answers 
in order to counter the summary judgment aspect of the 
motion” (A 35), and flatly ruled that “The interroga- 
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tories will wait until I rule on the motion to dismiss” (A 
36). 


In his subsequent motion of June 2, 1970, the Commis- 
sioner moved the court under Federal Civil Rule 12 (b) (6) 
“to dismiss this action for failure to state a claim upon 
which relief can be granted and for lack of jurisdiction 
over the subject matter” (A 37). Alternatively, the 
Commissioner requested summary judgment under Rule 
56 “on the ground that there is no genuine issue of 
material fact and defendant is entitled to judgment as 
a matter of law” (A 37). In support of this motion, the 
Commissioner filed a memorandum and exhibits includ- 
ing an affidavit of Raymond E, Martin, Associate Solici- 
tor, U. S. Patent Office (Government Exhibit 1) (A 87- 
39) plus a statement allegedly of “material facts as to 
which there is no genuine issue”. 


The Martin affidavit does not purport to state facts 
known to the affiant, but recites opinions, conclusions and 


inferences gleaned from a “survey” of some unspecified 
portion of the withheld manuscript decisions in issue 
(A 38, Par. 4). 


In both the Martin affidavit and the purported state- 
ment of “material facts” the Commissioner acknowledged 
the existence of at least 170 “large bound volumes, in 
chronological order, . . . numbered in that order”, each 
containing “an alphabetical index at the beginning . . . 
[containing] the names of the petitioners and the pages 
on which the decisions appear” (A 38-39) 8 


7 The “lack of jurisdiction” plea is inconsistent with the Answer 
(A 14) and was not seriously argued below even by defendant. 
The order appealed from tacitly acknowledges “jurisdiction”, re- 
fusing to exercise it only because of the allegedly “unidentifiable” 
nature of the decisions sought. 


*The Martin affidavit acknowledges “approximately 175” such 
volumes, the statement of so-called “Material facts” refers to 
“about 170” volumes. 
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Both documents also acknowledged that the requested 
manuscript decisions “may relate to substantive or proce- 
dural matters” (A 38). Both define as “substantive 
matters” those “involved in decisions of the Board of 
Appeals, which handles ex parte issues of patentability 
under 35 U.S.C. 1384” (A 38) as well as decisions “of 
the Board of Patent Interferences, which determines is- 
sues of priority under 35 U.S.C. 1385” (A 38). Both 
further characterize the “procedural matters” in the de- 
cisions as those “involved in petitions relating to inter- 
pretation of Patent Office rules” (A 38). No contention 
was made by or on behalf of the Commissioner that the 
expression “manuscript decisions” was lacking in clarity 
or in any way insufficient to enable Patent Office em- 
ployees to understand what was requested and to find it. 


It was contended (A 39) that for the period 1954-1970 
it would be “burdensome” to locate the decisions because 
of an implied need to search every Patent Office file in 
the period. 


Plaintiff opposed defendant’s motion to dismiss or for 
summary judgment in its papers filed June 22, 1970.° 
In these papers plaintiff controverted many of the alleged 
“material facts as to which there is no genuine issue” 
advanced by defendant. Plaintiff also submitted an affi- 
davit of his counsel, detailing, pursuant to Rule 56(f), 
the reasons why plaintiff was unable to present by affi- 
davit a major portion of the facts necessary to counter 
the summary judgment motion (A 41-51). 


® The June 1, 1970 transcript shows that the court granted plain- 
tiff 14 days to respond to the motion to dismiss. As shown in the 
affidavit of plaintiff’s counsel filed June 26, 1970, plaintiff’s time 
to oppose was extended to June 22, 1970 by stipulation between 
the parties after it was ascertained from Judge Gasch’s law clerk 
that no hearing on the motion could be expected prior to June 22 
in any event (A 58). As the record shows, the 6-day extension 
of time was needed because the Commissioner’s moving papers 
cited, but did not supply copies of, certain materials only difficulty 
available, if at all, in the Department of Justice. 
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In the same affidavit, plaintiff’s counsel also made 
sworn averments pursuant to Rule 56(e) concerning facts 
within her personal knowledge inconsistent with and con- 
trary to certain allegations of the Martin affidavit and 
so-called “material facts” advanced by the Commissioner 
(A 51-56). In particular plaintiff controverted the fac- 
tual implication that virtually every Patent Office file 
from 1954-1970 would have to be searched to locate the 
requested decisions, and did so on the basis of counsel’s 
personal knowledge concerning the existence of at least 
some file cards in 1955-60 permitting a ready means of 
locating the decisions (A 538-54). 


Promptly upon the filing of his opposition to the motion 
to dismiss, plaintiff, through counsel, sought the early 
hearing forecast by Judge Gasch at the June 1, 1970 
hearing, when he said: 


“. . . I would like to dispose of it [i.e., defendant’s 
motion to dismiss or for summary judgment] before 
I leave for vacation on the first of July. ...I am 
pretty heavily booked with criminal cases heretofore 
set, but some of these cases break down and take 
less time than that time normally allotted, I will 
give you a time at which counsel can be heard... .” 
(A 35-36) 


Plaintiff’s efforts to be “heard”, all of which proved 
totally unfruitful, are described in detail in the affidavit 
of plaintiffs counsel filed June 26, 1970 in support of 
the concurrent “Motion to Set Hearing Promptly Before 
the Motions Judge . . .” (A 57-59). This motion was 
apparently “granted” by Judge Gasch on June 30, 1970 
(A 2) in an order never supplied to plaintiff or his 
counsel. On July 1, 1970, the date Judge Gasch began a 
month’s vacation without having held any hearing, the 
motions judge, Judge Hart, entered an “order denying 
motion to set hearing promptly before the motions judge” 
(A 60). 
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After Judge Gasch’s return from vacation in August 
1970, plaintiff’s counsel again made efforts to obtain the 
hearing which had been promised in June, with a notable 
lack of success. Plaintiff thereupon sought the aid of this 
Court on August 28, 1970 in its mandamus action No. 
24,587 seeking an order directing Judge Gasch to hear 
immediately and thereupon promptly decide the outstand- 
ing motion to dismiss or for summary judgment. 


Before this Court had taken any action on the manda- 
mus, the district court made informal arrangements with 
the Commissioner’s counsel to hear the motion to dismiss 
on September 21, 1970 in the course of what had been 
scheduled formally as a mere “status report”. Plaintiff’s 
only notice of this intention of the district court to thus 
hear the dismissal motion on its merits came informally 
from counsel representing the Commissioner and was de- 
livered while plaintiff’s counsel was engaged in fulfilling 
prior business commitments in Portland, Maine and 
Dallas, Texas (A 61). Plaintiff’s counsel accordingly 
elected to waive oral argument and stand upon the oppo- 
sition papers filed June 22, 1970 as the only means ap- 
parently available for obtaining a disposition of the mo- 
tion and thus “expediting” this case (A 61-62). 


On September 30, 1970 without the issuance of a ruling 
by the district court and in the absence of any record 
supporting such a conclusion, this Court dismissed the 
mandamus action as “moot”. 


Three weeks later, on October 23, 1970, the district 
court issued its dispositive “order” which resulted in this 
appeal. The order specifically directs, as requested by 
plaintiff, 


“.. that the United States Patent Office maintain 
and make available for public inspection and copying 
a current index providing identifying information 
for the public as to the unpublished manuscript de- 
cisions of the Patent Office since July 4, 1967, insofar 
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as the same is required by 5 U.S.C. § 552(a) (2). 


“. .- finds the request in the present case too broad 
to be identifiable and for that reason, it is... . 


“ORDERED that the defendant’s motion to dis- 
miss be granted except insofar as has already been 
ordered in regard to the maintenance of a current 
index.” (A 67) 


The district court’s finding that the request for the 
manuscript decisions is “too broad to be identifiable’— 
a “broad, sweeping, indiscriminate request for production 
lacking any specificity” (A 66)—is premised solely upon 
the court’s unsupported speculation that any other hold- 
ing might require it “to examine every manuscript deci- 
sion of the past 100 or more years to decide in each case 
if there is trade secret or other material which should 
be excluded” (A 66). The district court did not attempt 
to explain how any member of the public ever can achieve 
the recommended “specificity” for any manuscript deci- 
sions entered prior to July 4, 1967. The information 
requisite to such “specificity”, in available indices or the 
manuscript decisions per se or otherwise, is, of course, 
within the defendant Commissioner’s custody and control, 
sedulously suppressed from the public. 


ARGUMENT 


IL. Introduction 


In its order the court below has imposed upon 5 U.S.C. 
552 (a) (2), in derogation of its plain language and in 
the teeth of its legislative history, a restriction of the 
material required to be made available thereunder to that 
which is “identifiable” in the sense of having been spe- 
cifically described—presumably by caption, case number 
or similarly unique characteristics. 
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By so doing the district court has relegated 5 U.S.C. 
552(a) (2) to a role akin to that of predecessor statute 
5 U.S.C. 1002, given new vitality to agency discretion as 
the touchstone for decision on withholding of government 
information and de facto relieved the defendant Commis- 
sioner from sustaining the burden to justify his suppres- 
sion of the information that statute requires to be made 
publicly available. 


Indeed the decision below mocks not only the letter, 
but also the spirit and intent, of the 1967 Freedom of 
Information Act, 5 U.S.C. 552. For in this case, the 
specific information necessary to formulate a request for 
manuscript decisions in a manner that the court below 
would consider “identifiable” appears in the manuscript 
decisions themselves and such indices as may exist. It is 
controlled by the defendant Commissioner and, with the 
concurrence of the district court, suppressed from the 
public. A fortiori, by the district court’s reasoning, a 
member of the public could file a cognizable document 
request pursuant to 5 U.S.C. 552(a) (2) only before an 
agency already permitting full public access to informa- 
tion within the scope of 5 U.S.C. 552(a) (2). In short, 
the court below has transformed 5 U.S.C. 552(a) (2) 
into a totally impotent instrument which may be obeyed 
or disregarded at the whim of the federal agencies. 


Within the context of the pertinent legislative history 
of 5 U.S.C. 552, and particularly subsection (a) (2) 
thereof, it is manifest that Congress intended to insure 
the promulgation of a public information system dia- 
metrically opposed to the result reached below. 


Il. Congress Intended the Sweep of 5 U.S.C. 552(a)(2) 
To Be Broad and Indiscriminate 


This Court in American Mail Line, Ltd. v. Gulick, 
133 App. D.C. 382, 411 F.2d 696, 699 (D.C. Cir. 1969) 
recognized Senate Report No. 813, 89th Congress, First 
Session (1965) as one of the two documents which, taken 
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together, contain “probably more than ninety-five percent 
of the useful legislative history” of 5 U.S.C. 552. This 
Senate report is instructive with regard to the overall 
purpose of 5 U.S.C. 552—zi.e., that of encouraging and 
facilitating full disclosure of government information to 
the public, inter alia, by eliminating agency discretion in 
the matter and placing a heavy burden upon the agencies 
to demonstrate that any information withheld qualifies 
under one or more of the specifie exemptions enunciated 
by Congress in the Act itself. In its generalized discus- 
sion of the need for such an open government informa- 
tion policy, Senate Report No. 818 states: 


“In introducing S. 1666, the predecessor of the 
present bill, Senator Long quoted the words of Madi- 
son, who was chairman of the committee which 
drafted the first amendment to the Constitution: 


Knowledge will forever govern ignorance, and 
a people who mean to be their own governors, 
must arm themselves with the power knowledge 
gives. A popular government without popular 
information or the means of acquiring it, is but 
i prologue to a farce or a tragedy or perhaps 
th. 


“Today the very vastness of our Government and 
its myriad of agencies makes it difficult for the elec- 
torate to obtain that ‘popular information’ of which 
Madison spoke, But it is only when one further con- 
siders the hundreds of departments, branches, and 
agencies which are not directly responsible to the 
people, that one begins to understand the great im- 
portance of having an information policy of full dis- 
closure. 


“Although the theory of an informed electorate is 
vital to the proper operation of a democracy, there 
is nowhere in our present law a statute which affirm- 
atively provides for that information. Many wit- 
nesses have testified that the present public informa- 
tion section of the Administrative Procedure Act has 
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been used more as an excuse for withholding than 
as a disclosure statute. 


‘Section 3 of the Administrative Procedure Act, 
that section which this bill would amend, is full of 
loopholes which allow agencies to deny legitimate in- 
formation to the public. Innumerable times it ap- 
pears that information is withheld only to cover up 
embarrassing mistakes or irregularities and the 
withholding justified by such phrases in section 3 of 
the Administrative Procedure Act as—‘requiring se- 
crecy in the public interest,’ or ‘required for good 
cause to be held confidential.’ 


“Tt is the purpose of the present bill to eliminate 
such phrases, to establish a general philosophy of full 
agency disclosure unless information is exempted un- 
der clearly delineated statutory language and to pro- 
vide a court procedure by which citizens and the 
press may obtain information wrongfully withheld. 

..” (pp. 2-3) 


The same report, with particular reference to the then 
pending bill 8. 1160, subsection 3(b) which corresponds 
to the present 5 U.S.C. 552(a) (2), states: 


“[This section] . . . deals with agency opinions 
orders, and rules. [The counterpart section of the 
predecessor statute] . . . is replaced by a detailed 
subsection, specifying what orders, opinions, and 
rules must be made available. The exceptions have 
. . . been moved to a single subsection . . . dealing 
with exceptions. 


“Apart from the exemptions, agencies must make 
available for public inspection and copying all final 
opinions (including concurring and dissenting opin- 
ions) ; all orders made in the adjudication of cases; 
and those statements of policy and interpretations 
which have been adopted by the agency and are not 
required to be published in the Federal Register; 
and administrative staff manuals and instructions to 
staff that affect any member of the public. 
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“There is a provision for the deletion of certain 
details in opinions, statements of policy, interpreta- 
tions, staff manuals and instructions to prevent ‘a 
clearly unwarranted invasion of personal privacy.’ 
The authority to delete identifying details after 
written justification is necessary in order to be able 
to balance the publie’s right to know with the private 
citizen’s right to be secure in his personal affairs 
which have no bearing or effect on the general public. 
For example, it may be pertinent to know that un- 
seasonably harsh weather has caused an increase in 
public relief costs; but it is not necessary that the 
identity of any person so affected be made public. 


“Written justification for deletion of identifying 
details is to be placed as preamble to ‘* * * the opin- 
ion, statement of policy, interpretation or staff 
manual or instruction * * *’ that is made available. 


“Requiring the agencies to keep a current index 
of their orders, opinions, etc., is necessary to afford 
the private citizen the essential information to enable 
him to deal effectively and knowledgeably with the 
Federal agencies. This change will prevent a citizen 
from losing a controversy with an agency because 
of some obscure and hidden order or opinion which 
the agency knows about but which has been unavail- 
able to the citizen simply because he had no way in 
which to discover it. However, considerations of time 
and expense cause this indexing requirement to be 
made prospective in application only. 


“Many agencies already have indexing programs, 
e.g., the Interstate Commerce Commission. Such in- 
dexes satisfy the requirements of this bill insofar as 
they achieve the purpose of the indexing require- 
ment. No other special or new indexing will be neces- 
sary for such agencies.” (pp. 6-7) 


In the parallel but subsequent House of Representatives 
Report No. 1497, 89th Congress, Second Session 1966, it 
is particularly recognized that the final opinions, orders, 
statements of policy and interpretations to be mandatorily 
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available to the public under S. 1160 Section 3(b)— 
corresponding to the present 5 U.S.C. 552(a) (2)—are 
voluminous. This House report in pertinent portion 
states: 


“As the Federal Government has extended its ac- 
tivities to solve the Nation’s expanding problems— 
and particularly in the 20 years since the Adminis- 
trative Procedure Act was established—the bureauc- 
racy has developed its own form of case law. This 
law is embodied in thousands of orders, opinions, 
statements, and instructions issued by hundreds of 
agencies. This is the material which would be made 
available under subsection (b) of S. 1160....” (p. 7) 


In short, the Congress understood that the public must 
have access to all of “the essential information to enable 
. .- Lit] to deal effectively and knowledgeably with the 
Federal agencies” regardless of its well nigh staggering 
volume. 


In this connection, it is important to note that the 572 
page “Hearings Before the Subcommittee on Administra- 
tive Practice and Procedure of the Committee on the 
Judiciary, United States Senate, Eighty-Ninth Congress, 
First Session” is replete with pleas by federal agencies 
that the burden of complying with 5 U.S.C. 552(a) (2) 
would greatly outweigh the public benefit to be conferred. 
For example, Edwin F. Rains, Assistant General Coun- 
sel, U. S. Department of the Treasury, emphasized the 
vast number of orders, opinions, etc., emanating from 
Treasury Department agencies alone that would be with- 
in the scope of 5 U.S.C. 552(a) (2). Citing the Bureau 
of Customs as a “notable example”, he stated: 


“... The Bureau of Customs appraises all imported 
merchandise, classifies it, and assesses duty on it (or 
passes it free of duty). During calendar year 1964, 
it processed ‘consumption entries’ the most common 
type of formal customs entry, in connection with 
more than 114 million importations of merchandise. 
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With respect to each such entry, there were at least 
two ‘orders’-—one an ‘appraisement,’ the other a 
‘liquidation.’ In addition to these 114 million entries, 
the Bureau of Customs processed more than 4 mil- 
lion other entries of various kinds for final action. 
And in connection with each one there is probably at 
least one final order, within the meaning of the pro- 
posed legislation.” (p. 37)” 


In the same vein, Norbert A. Schlei, Assistant Attor- 
ney General, Department of Justice, pointed out with 
specific respect to 5 U.S.C. 552(a) (2) that: 


“Although no estimate of the total number of pro- 
ceedings which would be affected by the proposed 
requirements is available, the data compiled and pub- 
lished by this subcommittee last year indicates that 
during the fiscal year 1963 the total number of ‘for- 
mal’ cases which were pending before all agencies, 
that is, proceedings in which hearings are held and 
the determination is based on the evidence of record, 
was 112,882, I am told that the number of ‘informal’ 
adjudications, that is, cases wherein formal hearings 
are not required, must be assumed to be several times 
this figure.” (p. 198)" 


10 While Mr. Rains’ remarks were primarily directed to the 
indexing requirements of 5 U.S.C. 552(a) (2), they aptly demon- 
strate that Congress knew fully the reach of its public accessibility 
requirement and specifically intended that its full sweep be main- 
tained. 


11 As plaintiff pointed out to the district court, Mr. Schlei in his 
testimony referred to 106 federal agencies that had a minimum of 
adjudicative procedures covered by the predecessor Act, 5 U.S.C. 
1002, but which would be covered by S. 1160, Section 3(b) (pp. 
192, 199-200)—i.e., the present 5 U.S.C. 552(a) (2)—and among 
the specific examples of such agencies that he mentioned were the 
Patent Office and its constituent adjudicatory tribunals (p. 192). 
His pertinent testimony in its entirety appears in the record at 
Pp. 33-34 of “Plaintiff’s Memorandum of Points and Authorities 
in Opposition to ‘Defendant’s Motion to Dismiss or for Summary 
Judgment’ ”, filed June 22, 1970. 


The district court apparently had no difficulty in accepting that 
5 U.S.C. 552(a) (2) does bind the Patent Office and its adjudicative 
tribunals just like other federal agencies. 
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On behalf of the Department of Agriculture, it was 
protested that enactment of 5 U.S.C. 552(a) (2) “would 
impose a tremendous and expensive workload upon the 
agencies with no compensating benefit to the members 
of the public. .. . There would be literally millions of 
such documents [t.e., decisions within the scope of the 
statute]. . . . The Department is vigorously opposed to 
such a broad requirement” (p. 382). A similar protest 
was made on behalf of the Department of Labor (p. 486). 
The General Services Administration likewise criticized 
the bill, saying: 


“. .. we would like to comment on some unduly bur- 
densome and risky provisions of section 3(b) [cor- 
responding to present 5 U.S.C. 552(a) (2)]. Under 
its first sentence, an agency must make available for 
public inspection and copying, with certain limited 
exemptions, all final opinions and orders made in 
adjudication of cases. If this means in GSA, in ef- 
fect, that we would have to make publicly available 
determinations made, with any supporting opinion, 
whenever a person protests, questions, requests, or 
seeks a particular agency action in its area of statu- 
tory and administrative responsibility, then we have 
serious reservations as to its feasibility and reason- 
ableness. This area involves a tremendous range of 
functions, including procurement of real and per- 
sonal property, utilization, and disposal of property, 
construction, leasing, and maintenance of public 
buildings and space, transportation, public utilities, 
telecommunications, supply, and records management 
for the executive branch of the Government. The 
issues and questions which arise are similarly vast 
and range widely in complexity and importance. To 
make all this material available on request, except 
as provided in subsection (e) [corresponding to pres- 
ent 5 U.S.C. 552(b) J, appears to be burdensome and 
expensive and, in many instances, without offsetting 
benefit.” (p. 476) 
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Against these and similar agency positions, Congress 
obviously balanced the circumstance, well exposed in e.g., 
the testimony of Professor Kenneth Culp Davis that “We 
have a tremendous amount of secret law throughout the 
agencies of the Government” (p. 140).“ As a specific 
example of the problem, Professor Davis referred to the 
secret substantive law being administered by the Immi- 
gration Service. He said: 


“, . . The Immigration Service has four and a half 
million live files, four and a half million live files in 
the Immigration Service. 


“Now, as a student of that subject I want to study, 
what is this substantive law that is being adminis- 
tered by the Immigration Service. This is secret law, 
and I want to get at it. The Immigration Service 
tells me, ‘Well, we can’t sort out four and a half 
million files, there is classified information in there, 
and there are reports of the FBI, and sometimes 
there are reports of the CIA, and there is other con- 


12 House Report 1497 specifically acknowledges the existence, 
prior to 5 U.S.C. 552, of undesirable secret agency law as follows: 


“In addition to the orders and opinions required to be made 
public by the present law, subsection (b) of S. 1160 would 
require agencies to make available statements of policy, inter- 
pretations, staff manuals, and instructions that affect any 
member of the public. This material is the end product of 
Federal administration. It has the force and effect of law in 
most cases, yet under the present statute these Federal agency 
decisions have been kept secret from the members of the pub- 
lic affected by the decisions.” (p. 7) 


Under the Commissioner’s rulings and the decision below, Pat- 
ent Office manuscript decisions interpreting pertinent rules and 
statutes are still “kept secret from the members of the public [z.e., 
patent applicants generally and their counsel] affected by” them— 
a factor which no doubt contributes to the “notorious difference 
between the [substantive] standards applied by the Patent Office 
and by the courts” to which the Supreme Court adverted in Gra- 
ham v. John Deere Co., 383 U.S. 1, 18 (1966). The secrecy of the 
manuscript decisions is a substantial deterrent to the “closer con- 
currence between administrative and judicial precedent” that the 
Court in Graham deemed a desideratum. 
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fidential information. And it would be a tremendous 
job to go through those files and sort them out. And 
that it why we can’t let you see them. You can’t 
study what our law is, because these files are housed 
in such a way that some secret information, infor- 
mation that is properly secret, is in the files; there- 
fore, we have to close all the files to public inspec- 
tion.’ 

“In fact, I believe, after talking to the Attorney 
General and the Assistant Attorney General in the 
Office of Legal Counsel, I think this is in fact the 
reason that motivates the Department of Justice in 
closing all of these files which contain the body of 
what I call secret law on the immigration subject.” 
(pp. 147-8) 


Professor Davis’ description of the then Justice Depart- 
ment attitude about withholding Immigration Service 
opinions is strikingly similar to the tack taken in the 
decision below—except that here the district court, while 
disclaiming any finding as to whether the controverted 
Patent Office manuscript decisions actually contain trade 
secrets—nevertheless refused to order that they be made 
publicly available on the mere speculative possibility that 
they might contain trade secrets. 


Obviously, Congress found far more persuasive the 
public plight consequent from the existence of secret gov- 
ernment law than the agency “burden” resultant from 
what it knew to be, in the words of the court below, the 
“broad, sweeping, indiscriminate” scope of 5 U.S.C. 
552 (a) (2). With full knowledge of the numbers of deci- 
sions encompassed, it rejected all contentions that these 
numbers should have any role—much less a determinative 
role—in fixing the statutory ambit. The courts should 
manifestly hew to the same principle in enforcing the 
Act. 


As said in Senate Report No. 818, 
“A government by secrecy benefits no one. 
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It injures the people it seeks to serve; it injures 
its own integrity and operation. 


It breeds mistrust, dampens the fervor of its citi- 
zens, and mocks their loyalty.” (p. 10) 


Yet it is just such a government by secrecy that the dis- 
missal order below—and others of the same ilk—would 
maintain in perpetuity. As a throwback to the secretive 
days of 5 U.S.C. 1002, this order is clearly at odds with 
the entire freedom of information concept which moti- 
vated Congress to replace 5 U.S.C. 1002 with 5 U.S.C. 
552 and it should be reversed. 


Nor is there any saving grace in the order’s solitary 
obeisance to “[t]he legislative history of the Act”. In- 
stead the latter—constituting, as it does, an effective per- 
version of the pertinent “history” into an excuse for 
reaching a result Congress never intended the Act to 
permit—is totally misplaced. Thus, the order says: 


“| This Court is not required to examine every 
manuscript decision of the past 100 or more years 
to decide in each case if there is trade secret or other 
material which should be excluded. The legislative 
history of the Act indicates that it was not the in- 
tent of Congress to add materially to the burden of 
overworked courts. (See 1966 U.S. Code Cong. and 
Adm. News, pp. 2418-19.)....” (A 66) 


The citation to “1966 U.S. Code Cong. and Adm. News, 
pp. 2418-19” is to a republication of House Report No. 
1497, pp. 1-2. Its only portion even conceivably pertinent 
to Congressional intent incident adding “materially to the 
burden of overworked courts” is the following statement 
concerning 5 U.S.C. 552: 


“Tt [5 U.S.C. 552] gives an aggrieved citizen a 
remedy by permitting an appeal to a U. S. district 
court, The court review procedure would be expected 
to persuade against the initial improper withholding 
and would not add substantially to crowded court 
dockets.” (H.R. No. 1497, p. 2) 
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This statement in the House Report is in turn foot- 
noted to “pp. 107 and 109” of the “Hearings Before a 
Subcommittee of the Committee on Government Opera- 
tions”, House of Representatives, 89th Congress, 1st Ses- 
sion, held March 30 and 31 and April 1, 2 and 5, 1965. 
Reference to the printed record of these hearings reveals 
the following exchange between Congressman Kass and 
two American Bar Association representatives with re- 
spect to the possibility of undue burden upon the courts 
should 5 U.S.C. 552 be enacted: 


“MR. KASS. Mr. Hanes, H.R. 5012, section (b), 
gives an individual who has been denied information 
by an agency of the Government the right to go into 
court and seek judicial relief to obtain that infor- 
mation. 


“Do you think, as a representative of the Ameri- 
can Bar Association, that this would cause any prob- 
lems for the courts? Do you favor this provision? 


“MR. HANES. Well, I might point out, and I 
believe this is correct, that when Mr. Benjamin tes- 
tified earlier, and when we met with the committee 
staff, we suggested that the judicial remedy be of a 
general nature that would have application beyond 
the public information provisions of section 3 of the 
Administrative Procedure Act and that section 3 not 
contain a separate, special judicial remedy. 


“Now I realize this bill is being considered sepa- 
rately and apart from the rest of the changes in the 
Administrative Procedure Act, and you would have 
to include a judicial remedy here if you intend to 
make clear that it is available. 


“I am not quite certain I understand, Mr. Kass, 
whether you are asking whether there should be 
standards spelled out in here which would be em- 
ployed by the courts, or whether you are asking 
whether or not I think the judicial remedy would 
create a substantial voume [sic] of litigation. 
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“MR. KASS. This is the thrust of the question. 
“MR. HANES. Yes. 


“MR. KASS. The last part. The agencies have 
come up and stated that they felt the bill, if enacted, 
would in effect clutter up the dockets of the court. 


“Do you think that this would be a problem? 


“MR. HANES. Jé would be my guess that it 
would not increase the volume of litigation in the 
courts substantially. I think in most cases, once the 
bill were enacted, information that was desired 
would be made available. 


“In the beginning there would probably be some 
test cases which would test the specific exemptions 
in the act. But I would not think it would create 
any major volume of litigation. 


“MR. BENJAMIN. I think that is correct. 


“T think our experience in New York might be 
relevant. In New York almost any administrative 
agency proceeding, whether or not there is a formal 
hearing requirement, is reviewable by the courts; if 
there is no hearing requirement, by a proceeding in 
the nature of mandamus to review. And theoretically 
there are hundreds of thousands of agency determi- 
nations that are subject to review if there is merit 
to them. 


“But we have not found at all that that has over- 
burdened the courts. The same argument was made 
where we recommended in S. 2885 that there be a 
proceeding to enjoin, a court proceeding to enjoin an 
agency proceeding clearly in excess of jurisdiction, 
which is very much like the old proceeding growing 
out of the writ of prohibition that we have in New 
York. 


“Again, while the agencies in opposing our pro- 
posal here say that the courts would be swamped, 
it certainly has not been found to be true in New 
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York under the available proceeding in the nature 
of prohibition. I do not think it would be here. I 
think once the thing is spelled out, people generally 
acquiesce. 


“For one thing, it takes so much more effort to 
constantly litigate that I think the tendency ultimately 
is to stop it where you are not getting anywhere, and 
I think gradually at least, if not to begin with, the 
lines of action would be so clear here that there 
would not be anything to go to court about.” (pp. 
106-107) 


Thus, the House Report relied upon in the order below 
is not, as the order suggests, specifically designed to pro- 
vide the federal courts with an excuse for shirking their 
duty to enforce 5 U.S.C. 552 in individual cases. Rather, 
this House Report is based upon American Bar Associa- 
tion testimony to the effect that enactment of 5 U.S.C. 
552 should not be expected to result in “any major vol- 
ume of litigation”, inter alia, because similar legislation 


earlier adopted in the State of New York did not. 


It follows that the true Congressional intent, which 
the court below failed to perceive, was that in those cases 
which are brought to the courts under 5 U.S.C. 552— 
presumably at least largely “test cases”—this statute 
should be enforced in its full scope. On this ground also, 
the dismissal order merits reversal. 


The error below is compounded by the circumstance 
that the district court, preoccupied with saving itself 
from what it speculated might be substantial work,” re- 


13 The defendant Commissioner’s motion to dismiss or for sum- 
mary judgment advances no facts in any of its exhibits, including 
the Martin affidavit, which relate in any way to the issue of 
whether or not any of the manuscript decisions in issue contain 
“trade secrets”. The defendant’s supporting “Memorandum of 
Points and Authorities”, did advance at page 5 thereof a per- 
functory argument totally without factual support generally im- 
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sorted to a tenuous construction of 5 U.S.C. 552 (a) (2) 
that is at odds with the plain language of the statute 
as well as the legislative history. 


III. 5 U.S.C. 552(a)(2) Does Not Relate to 
“Identifiable Records” 


By defendant’s own characterization of the manuscript 
decisions as advanced on his behalf in both the Martin 
affidavit and the so-called “Statement of Material Facts 
As to Which There Is No Genuine Issue”, the manu- 
script decisions themselves fall into two categories both 
of which are within the scope of 5 U.S.C. 552 (a) (2)— 
to wit, 


(1) “Final opinions including concurring and dis- 
senting opinions . . . made in the adjudication of 
eases” [5 U.S.C. 552(a) (2) (A)] by “the Board of 
Appeals which handles ex parte issues of patentabil- 
ity under 35 U.S.C. 184, and... the Board of Pat- 


ent Interferences, which determines issues of priority 
of invention under 35 U.S.C. 185” (A 38), and 


plying that trade secrets within the scope of 5 U.S.C. 552(b) (4) 
might be included within the scope of the manuscript decisions. 


Plaintiff in its answering memorandum at page 38 pointed out 
that the defendant Commissioner “offered no proof that any manu- 
script decision contains any secret or confidential information of 
any nature”, including a trade secret nature. The court below, ap- 
parently accepting plaintiff’s point that defendant could not pre- 
vail on its trade secret allegations in the present state of the rec- 
ord, nevertheless speculatively assumed that trade secrets might 
be present in the manuscript decisions and in effect based all the 
dismissal order, including its tortured construction of 5 U.S.C. 552, 
on that spectral possibility. 


Actually, it is plaintiff’s sincere conviction that if the district 
court had ordered the defendant Commissioner to answer plain- 
tiff’s interrogatories (A 15-20)—and particularly those numbered 
4, 6-10 inclusive and 18—as plaintiff repeatedly urged, plaintiff 
would have been able to show evidentiarily that the defendant Com- 
missioner has 70 factual basis for an assertion that any of the re- 
cues manuscript decisions actually contains an identifiable trade 
secret. 
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(2) “Statements of policy and interpretations . . . 
adopted by the agency and .. . not published in the 
Federal Register” [5 U.S.C. 552(a) (2) (B)] which 
are contained in those manuscript decisions about 
“procedural matters . . . involved in petitions relat- 
ing to interpretation of [Patent Office] rules” (A 
38) .™ 


Plaintiff’s complaint also sought access to such “avail- 
able indices” to the decisions as might be in existence 
when the complaint was filed. Both defendant’s Martin 
affidavit and defendant’s so-called “Statement of Mate- 
rial Facts As to Which There Is No Genuine Issue” ac- 
knowledge the existence of indices appearing sequentially 
in the front of each of the 175, more or less, chronologi- 
cally bound volumes numbered in order which, defendant 
says, contain the 1853-1954 manuscript decisions. These 
“indices”, all of which, according to defendant, are pre- 
July 4, 1967 documents, may fall within the scope of 
5 U.S.C. 552(a) (8); however, if this is so, they are a 
fortiori “identifiable records” clearly and succinctly iden- 
tified in plaintiff’s request. The district court’s dismissal 
order does not even refer to these indices; its reasoning 
as put forth with respect to the manuscript decisions, 


4 It is plaintiff’s position here, as it was in the court below, 
that the Martin affidavit may not for a plurality of reasons be con- 
sidered in support of a motion for summary judgment under Rule 
56. These reasons are discussed at length in Section III, pages 8- 
18, of “Plaintiff’s Memorandum of Points and Authorities in Op- 
position to ‘Defendant’s Motion to Dismiss or for Summary Judg- 
ment’” filed June 22, 1970. The court below, having apparently 
abjured reliance upon the Martin affidavit and treated the defend- 
ant Commissioner’s motion as one arising under Rule 12(b) (6), 
we believe it unnecessary to belabor the position in this Court. 


We do believe, however, that this Court may look at the Martin 
affidavit—even as the district court could—for its admissions 
against the defendant Commissioner’s interest including its de 
facto acknowledgment that the manuscript decisions are all within 
io een of either 5 U.S.C. 552(a) (2) (A) or 5 U.S.C. 552 

a “ 
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even if arguendo assumed valid, seems wholly inappli- 
cable to these indices.** 


Putting aside these indices which we believe to be 
clearly producible, 5 U.S.C. 552 taken in its entirety 
clearly says in haec verba that the manuscript decisions 
all of which, in defendant’s own view of them, must fall 
within the scope of 5 U.S.C. 552(a)(2) need not be 
‘Gdentifiable’. In 5 U.S.C. 552(a) (2) the word “iden- 
tifiable” does not even appear. But 5 U.S.C. 552(a) (3) 
which does contain this word and in fact relates to “iden- 
tifiable records” is exceedingly careful on its face to dis- 
tinguish these same “identifiable records” from those 
“made available under paragraphs (1) and (2) of this 
subsection [5 U.S.C. 552(a)]”. 5 U.S.C. 552(a) (3) 
specifically says: 


“Eacept with respect to the records made available 
under paragraphs (1) and (2) of this subsection, 


each agency, on request for identifiable records made 
in accordance with published rules . . . shall make 
the records promptly available to any person. . . .” 


Senate Report No. 813 carefully explains that the 
parallel words in 8. 1160, Section 3(c) [now 5 U.S.C. 
552(a) (3)] “except with respect to the records made 
available under subsections (a) and (b) of this section” 
were specifically inserted in order “to emphasize that 
the agency records made available by subsections (a) 
{now 5 U.S.C. 552(a)(1)] and (b) [now 5 U.S.C. 
552 (a) (2)] are not covered by subsection (c) [now 5 


15 Plaintiff recognizes that in the interests of “specificity” he 
could file 175 separate requests directed individually to the sepa- 
rate indices of each numbered volume or even 102 separate re- 
quests directed to the indices for each year from 1853 through 
1954, inclusive. It is difficult to see, however—assuming that the 
defendant Commissioner would almost certainly routinely deny 
each request—how “specificity” of this ilk would materially relieve 
“the burden of overworked courts”, Indeed the sheer volume of 
civil actions necessarily generated by such an inefficient procedure 
seemingly would “add materially” to that “burden”. 
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U.S.C. 552(a) (3)] which deals with other agency rec- 
ords” (p. 2). 


Speaking practically, 5 U.S.C. 552(a) (3) demonstrates 
no member of the public should be forced to request 
“records” available under 5 U.S.C. 552(a) (1) or 5 U.S.C. 
552 (a) (2) in “identifiable” terms. A request for agency 
decisions in terms of the language of 5 U.S.C. 552(a) (2) 
itself or in equivalent language should, on the face of 
the statute, be sufficient.?* 


There being no need to request the manuscript deci- 
sions in so-called “identifiable” terms, the district court 
should have enforced the clear statutory command of 5 
U.S.C. 552(a) (2) and ordered the manuscript decisions 
to be made publicly available. American Mail Line, Ltd. 
v. Gulick, supra, p. 18. 


IV. The Manuscript Decisions Were In Any Event 
Requested In “Identifiable” Terms 


In Bristol-Myers Co. v. Federal Trade Commission, 
—— App. D.C. ——, 424 F.2d 935 (D. C. Cir. 1970)— 
a case to which the order below pays lip service—this 
Court carefully considered and authoritatively interpreted 
the meaning of “identifiable records” as the term is used 
in 5 U.S.C. 552(a) (3). In pertinent portion, this Court 
said: 


“, . - Before 1967, the Administrative Procedure Act 
contained a Public Information section ‘full of loop- 
holes which allow[ed] agencies to deny legitimate 


16 Indeed it would seem that no member of the public should ever 
have to “request” agency decisions in the manner provided by 5 
U.S.C. 552(a) (3) since their public accessibility for inspection and 
copying is obviously mandatory on the face of 5 U.S.C. 552(a) (2). 
In the face of the latter statute’s clear command, for example, the 
defendant Commissioner or one of his predecessors should, on his 
own initiative, have taken proper steps to direct immediate volun- 
tary compliance with the obligation manifestly imposed to make 
the manuscript decisions here requested publicly available. 
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information to the public.’ When Congress acted to 
close those loopholes, it clearly intended to avoid 
creating new ones. The statutory requirement that 
a request for disclosure specify ‘identifiable records’ 
calls for ‘a reasonable description enabling the Gov- 
ernment employee to locate the requested records,’ 
but it is ‘not to be used as a method of withholding 
records.’ The F. T. C. can hardly claim that it was 
unable to ascertain which documents were sought by 
Bristol-Myers. . . .” 424 F.2d at 938. 


In support of its own interpretation, this Court relied 
upon Senate Report No. 813 which, at page 8, states with 
respect to the section of S. 1160 which is now 5 U.S.C. 
552 (a) (8) : 


“The records must be identifiable by the person 
requesting them, i.e, a reasonable description en- 
abling the Government employee “to locate the re- 
quested records. This requirement of identification 
is not to be used as a method of withholding records.” 


This Court also relied upon House of Representatives 
Report No. 1497 which similarly states with respect to 
the same section of the statute, at page 9 thereof, that 


“The persons requesting records must provide a 
reasonable description enabling Government employ- 
ees to locate the requested material, but the identifi- 
cation requirement must not be used as a method for 
withholding. . . .” 


Plaintiff does not understand that the defendant Com- 
missioner ever professed he could not “ascertain which 
documents” plaintiff was seeking or that he ever claimed 
an inability on his own part or that of his agents “to 
locate the requested material”. Indeed, the Commission- 
er’s papers supporting his “Motion to Dismiss or for 
Summary Judgment” in the court below are replete with 
indications that the Commissioner knows precisely what 
records plaintiff seeks access to and could locate a very 
substantial portion of them on virtually a moment’s no- 
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tice. For example, the Martin affidavit admits that the 
manuscript decisions for the time period 1853 to 1954 
are maintained in the Patent Office in “175 large bound 
volumes, in chronological order . . . numbered in that 
order” with “an alphabetical index at the beginning of 
each volume” (A 38). And while the defendant Com- 
missioner urged that it would be unduly burdensome if 
he and his agents were required to locate the requested 
decisions for the period 1955 to 1970, it was not said 
that these decisions could not be located. Once again 
any such plea would have been directly inconsistent, inter 
alia, with defendant’s Martin affidavit which put forth 
a spate of controverted factual allegations concerning the 
amount of work that would be imposed upon the Patent 
Office if it were required to segregate the 1955-1970 
manuscript decisions. In particular, the factual infer- 
ence sought to be raised by the Martin affidavit—which 
plaintiff challenged under Rule 56(e) and (f) and con- 
tinues to so challenge—was that all of the files of the 
Patent Office for 1955 to 1970 would need to be searched 
if the portion of plaintiff’s request covering that period 
were to be complied with.” 


Plaintiff likewise does not understand that the order 
below holds either expressly or impliedly that the manu- 
script decisions were not described in terms which would 
have enabled the defendant Commissioner and his Patent 
Office employee-agents to locate the requested material if 
they had been required to do so. 


Rather, we understand that the district court, delib- 
erately utilizing the unexpressed requirement for an 


17 The order below carefully refrains from positing its conclusion 
that the request is “too broad to be identifiable” upon defendant’s 
contentions of “oppressive and undue burden”—no doubt because 
of plaintiff’s vigorous challenge to this underlying factual infer- 
ence. As already discussed, the order below instead rests primarily 
upon the speculative burden that might be imposed upon the dis- 
trict court in the event plaintiff’s complaint was not dismissed as 
to the bulk of the relief sought. 
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“Sdentifiable” description which it swa sponte superim- 
posed upon 5 U.S.C. 552(a) (2) “as a method for with- 
holding”, in overt defiance of this Court’s ruling in 
Bristol-Myers, supra and the pertinent supporting Senate 
and House Reports redefined “identifiable” to convert it 
into a requirement for “specificity”. 


Thus, the order below says: 


“The request in the instant case ‘for all unpub- 
lished manuscript decisions’ is not a reasonable re- 
quest for identifiable records, but rather a broad, 
sweeping, indiscriminate request for production lack- 
ing any specificity. ‘All decisions’ is not a reasonably 
identifiable description, any more than asking for all 
the books in a particular library or all of the un- 
published opinions of the United States District 
Court. The piaintiff has not shown that he has been 
denied any reasonable request for specific materials 
—but only a general request for all opinions, some 
of which may be excludable as trade secret and some 
of which may not be. It may be true that some of 
these opinions could be made available under the 
provisions of the Act if a specific request for an 


18Tn an apparent effort to cloak its defiance of the Bristol-Myers 
decision in at least a superficial appearance of regularity, the dis- 
trict court in its order below said that “Bristol-Myers . . . required 
that a request specify identifiable records and called for a reason- 
able description enabling the Government employee to locate the 
requested records” (A 65; emphasis in original). Careful inspec- 
tion of the opinion in Bristol-Myers shows no basis for the district 
court’s injection of the word “specify” in the foregoing quotation 
from the order. In addition, the Bristol-Myers opinion in footnote 
7 thereof shows that the “request” which formed the basis for the 
complaint was framed in language of the same “broad, sweeping, 
indiscriminate” nature condemned in the order below. Thus foot- 
note 7 says: 


“The petition filed by Bristol-Myers with the F.T.C. sought 
the identification and disclosure of ‘each item of material, 
whatever its form or nature, which * * * has contributed to or 
constitutes’ the ‘extensive staff investigation,’ ‘accumulated 
experience,’ ‘available studies and reports’ and ‘other things’ 
referred to in the Commission’s Notice.” 424 F.2d at 938. 
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identifiable opinion were made, but a request for all 
is not specific enough to decide if any particular 
decision or decisions can be made available. 


. .. In the case of a specific request for production 
Ba had been denied by the Patent Office, the Court 
could reasonably be expected to examine the claim 
of exclusion to see if there were any basis. .. .” 
(A 66-67) 


So stating the district court effectively nullified 5 
U.S.C. 552(a) (2) at least insofar as it relates to the 
manuscript decisions maintained by the Patent Office. 
Both the defendant Commissioner’s Martin affidavit (A 
37-40) and plaintiff’s counsel’s affidavit under Rules 
56(e) and 56(f) (A 41-56) are effective to demonstrate 
that the type of specific information apparently conceived 
by the district court as necessary to the presentation of 
a request in “identifiable” terms is part of the informa- 
tion sought by the dismissed portion of the complaint, 
controlled by the defendant Commissioner and maintained 
in secret within the Patent Office.” 


This being the fact, the order below is effectively a 
precedent for the proposition that if a federal agency is 
secretive enough it can by sheer force of its own secrecy 
evade all compliance with 5 U.S.C. 552 since the public, 
unable to get the “specific” information necessary to dis- 
charge the burden to “identify” withheld government in- 
formation, simply has no chance of reaching it. But 
Congress intended not only for 5 U.S.C. 552 to promote 


19 Tt can, of course, be argued that at such indeterminate future 
time as the defendant Commissioner provides the index ordered 
by the district court (A 67), plaintiff will have a means of making 
“specific” requests for manuscript decisions rendered after July 4, 
1967. However, this somewhat uncertain future possibility cannot 
even be argued to be of assistance with respect to the bulk of the 
manuscript decisions rendered between 1853 and July 4, 1967. 


The result reached below on “specificity” also renders particu- 
larly anomalous the denial of access to 1858-1954 indices which, if 
produced, could be an aid to “specificity” of request. 
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freedom of access to government information but speci- 
fied in 5 U.S.C. 552(a) (3) that government agencies 
should have the burden of proof to justify withholding 
under 5 U.S.C. 552. To impose on the public a prelimi- 
nary burden to make requests in “identifiable” terms 
known only to the agency is to effect a de facto shift in 
the burden of proof in the teeth of the Act and its legis- 
lative history. 


V. 5 U.S.C. 552(c) Does Not Countenance the Grounds 
for Dismissal Advanced Below 


To insure that the intent and purpose of the Public 
Information Act could not be misconstrued with impunity, 
Congress included in the Act a subsection (c) which is 
emphatic in its mandate that 


“This section does not authorize withholding of 
information or limit the availability of records to the 


public, except as specifically stated in this section. 
”? 


Both Senate Report No. 813 (p. 10) and House Report 
No. 1497 (p. 11) explain that: 


“The purpose of this subsection [present 5 U.S.C. 
552(c)] is to make it clear beyond doubt that all 
materials of the Government are to be made avail- 
able to the public by publication or otherwise unless 
explicitly allowed to be kept secret by one of the 
exemptions [in 5 U.S.C. 552(b)]”. 


Manifestly, 5 U.S.C. 552(b) does not exempt from the 
ambit of the Public Information Act “materials of the 
Government” otherwise required to be made available 
simply because they have been requested in “broad, sweep- 
ing, indiscriminate” terms “lacking any specificity”. Nor 
is it concerned in any way with whether an otherwise 
legitimate request for government records might inci- 
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dentally “add . . . to the burden of the overworked 
eourts”’.?° 


The complaint in this case having been dismissed as to 
most of the relief requested upon grounds which are not 
“specifically stated” in 5 U.S.C. 552(c), it should be re- 
instated to the full extent of the dismissal. 


Indeed, this Court should recognize that the grounds 
advanced in the order below for dismissing the complaint 
as to the bulk of the relief sought were never advanced 
by the defendant Commissioner. They are grounds on 
which neither party was permitted to be heard in the 
district court. These grounds, sua sponte raised by the 
district court, were first communicated to plaintiff—and 
presumably to the defendant Commissioner as well—in 
the order here appealed from. 


Had plaintiff been apprised of these grounds at an 
earlier time, he would have been in a position to point out 
to the district court the very real probability (note 13, 
supra, pp. 25-26) that the speculative trade secret specter 
which seems to have been its major preoccupation could 
be dispelled if defendant were required to supply good 
faith answers to certain of the interrogatories first filed 
by plaintiff over a month before the motion to dismiss on 
April 29, 1970. If, in fact (as plaintiff is convinced) 
with certain evidence now controlled by defendant in the 
record, the “trade secret” issue can be disposed of in toto 
and as a matter of law in plaintiff’s favor, without any 
court inspection of individual manuscript decisions, then 
the district court’s only justification for insisting upon 
“a specific request”—i.e., the possibility that it might 
have “to examine every manuscript decision of the past 
100 or more years”—simply falls by the wayside. Since 


20 Plaintiff again emphasizes the dubious and speculative charac- 
ter of the district court’s assumption that it might somehow be 
overburdened if the defendant Commissioner’s motion to dismiss 
had not been granted. See note 17, supra. 
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plaintiff should have been afforded the opportunity to 
expose the disingenuous character of defendant’s “trade 
secret” contentions, inter alia, by its timely filed inter- 
rogatories, before entry of any dismissal order even par- 
tially dependent upon their credence, the order is neces- 
sarily premature in any event. 


VI. Conclusion 


To the extent that the order below grants the defend- 
ant’s motion to dismiss it is erroneous as a matter of law 
and reversal is requested. This Court is requested to 
remand the case to the district court with instructions 
that it should first determine whether the defendant 
Commissioner can, as a matter of law, advance any cog- 
nizable basis for claiming that any manuscript decision 
contains a “trade secret”. The Court is also requested 
to instruct the district court to order the relevant “avail- 
able indices” produced. 


Respectfully submitted, 


Mary HELEN SEARS 
1828 L Street, N. W. 
Washington, D. C. 20036 
Attorney for Appellant 
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THE STATUTE INVOLVED 


§ 552. Public information; agency rules, opinions, orders, 
records, and proceedings 


(a) Each agency shall make available to the public 
information as follows: 


(1) Each agency shall separately state and currently 
publish in the Federal] Register for the guidance of the 
public— 


(A) descriptions of its central and field organiza- 
tion and the established places at which, the employ- 
ees (and in the case of a uniformed service, the 
members) from whom, and the methods whereby, 
the public may obtain information, make submittals 
or requests, or obtain decisions; 


(B) statements of the general course and method 
by which its functions are channeled and determined, 
including the nature and requirements of all formal 
and informal procedures available; 


(C) rules of procedure, descriptions of forms 
available or the places at which forms may be ob- 
tained, and instructions as to the scope and contents 
of all papers, reports, or examinations; 


(D) substantive rules of general applicability 
adopted as authorized by law, and statements of 
general policy or interpretations of general appli- 
cability formulated and adopted by the agency; and 


(E) each amendment, revision, or repeal of the 
foregoing. 


xcept to the extent that a person has actual and timely 
‘otice of the terms thereof, a person may not in any 
nanner be required to resort to, or be adversely affected 
4y, a matter required to be published in the Federal 
Register and not so published. For the purpose of this 
paragraph, matter reasonably available to the class of 


BEST COPY AVAILABLE 
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persons affected thereby is deemed published in the Fed- 
eral Register when incorporated by reference therein 
with the approval of the Director of the Federal Register. 


(2) Each agency, in accordance with published rules, 
shall make available for public inspection and copying— 


(A) final opinions, including concurring and dis- 
senting opinions, as well as orders, made in the ad- 
judication of cases; 


(B) those statements of policy and interpretations 
which have been adopted by the agency and are not 
published in the Federal Register; and 


(C) administrative staff manuals and instructions 
to staff that affect a member of the public; 


unless the materials are promptly published and copies 
offered for sale. To the extent required to prevent a 
clearly unwarranted invasion of personal privacy, an 
agency may delete identifying details when it makes 
available or publishes an opinion, statement of policy, 
interpretation, or staff manual or instruction. However, 
in each case the justification for the deletion shall be 
explained fully in writing. Each agency also shall main- 
tain and make available for public inspection and copying 
a current index providing identifying information for 
the public as to any matter issued, adopted, or promul- 
gated after July 4, 1967, and required by this paragraph 
to be made available or published. A final order, opinion, 
statement of policy, interpretation, or staff manual or 
instruction that affects a member of the public may be 
relied on, used, or cited as precedent by an agency against 
a party other than an agency only if— 


(i) it has been indexed and either made available 
or published as provided by this paragraph; or © 


(ii) the party has actual and timely notice of the,.. 
terms thereof. r 
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(3) Except with respect to the records made available 
under paragraphs (1) and (2) of this subsection, each 
agency, on request for identifiable records made in ac- 
cordance with published rules stating the time, place, 
fees to the extent authorized by statute, and procedure 
to be followed, shall make the records promptly available 
to any person. On complaint, the district court of the 
United States in the district in which the complainant 
resides, or has his principal place of business, or in which 
the agency records are situated, has jurisdiction to en- 
join the agency from withholding agency records and to 
order the production of any agency records improperly 
withheld from the complainant. In such a case the court 
shall determine the matter de novo and the burden is on 
the agency to sustain its action. In the event of noncom- . 
pliance with the order of the court, the district court may 
punish for contempt the responsible employee, and in the 
case of a uniformed service, the responsible member. 
Except as to causes the court considers of greater impor- 
tance, proceedings before the district court, as authorized 
by this paragraph, take precedence on the docket over all 
other causes and shall be assigned for hearing and trial 
at the earliest practicable date and expedited in every 
way. 


(4) Each agency having more than one member shall 
maintain and make available for public inspection a rec- 
ord of the final votes of each member in every agency 
proceeding. 


(b) This section does not apply to matters that are— 


(1) specifically required by Executive order to be 
kept secret in the interest of the national defense or 
foreign policy; 


(2) related solely to the internal personnel rules 
and practices of an agency; 


(8) specifically exempted from disclosure by stat- 
ute; 
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(4) trade secrets and commercial or financial in- 
formation obtained from a person and privileged or 
confidential; 


(5) inter-agency or intra-agency memorandums 
or letters which would not be available by law to a 
party other than an agency in litigation with the 
agency; 


(6) personnel and medical files and similar files 
the disclosure of which would constitute a clearly un- 
warranted invasion of personal privacy; 


(7) investigatory files compiled for law enforce- 
ment purposes except to the extent available by law 
to a party other than an agency; 


(8) contained in or related to examination, oper- 
ating, or condition reports prepared by, on behalf of, 
or for the use of an agency responsible for the regu- 
lation or supervision of financial institutions; or 


(9) geological and geophysical information and 
data, including maps, concerning wells. 


(ec) This section does not authorize withholding of in- 
formation or limit the availability of records to the public, 
except as specifically stated in this section. This section 
is not authority to withhold information from Congress. 
Pub. L. 89-554, Sept. 6, 1966, 80 Stat. 388; Pub. L. 90-23, 
$1, June 5, 1967, 81 Stat. 54. 


No. 24742 


IN THE UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA CIRCUIT 


EDWARD S. IRONS, 
Appellant, 
Vie 


WILLIAM B. SCHUYLER, 
Commissioner of Patents, 


Appellee, 


ON APPEAL FROM THE UNITED STATES DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE APPELLEE 


L. PATRICK GRAY, III, 
Assistant Attorney General, 


THOMAS A. FLANNERY, 


United States Court of iS United States Attorney, t 
for the District of Columbia Circuit i 
WALTER H. FLEISCHER, 
FRED Mak i zis) BARBARA L. HERWIG, 


Attorneys, j 
Vet hon Department of Justice, 
anleon? Washington, D.C... 20530. 


References to Rulings 
Questions Presented 
Statute Involved 
Statement of the Case 
Argument 


I. If records which 5 U.S.C. 552(a)(2) requires 
to be made available in fact are not made 
available by the agency, a request for their 
production made pursuant to 5 U.S.C. 

552 (a) (3) must be for identifiable records 
as required by 5 U.S.C. 552(a) (3) 


A request for “all unpublished manuscript 
decisions of the Patent Office" is not a 
reasonable request for identifiable 


The court has equitable discretion to refuse 
to order production of records that do not 
fall within one of the exemptions to the 
Freedom of Information Act 


Conclusion 
Statutory Appendix 


CITATIONS 


Ga ses: 


* American Mail Line, Ltd. v. Gulick, 133 App. D.C. 
382, 411 F. 2d 696 (C.A.D.C.) -------------- 


* Bristol-Myers Co. v. Federal Trade Commission, 
U.S. App. D.C, , 424 F. 2d 935 


* Cases chiefly relied upon are marked by an asterisk. 
-{j- 


Cases (Cont'd): 


Cooney v. Sun Shipbuilding and Drydock Co., 
288 F. Supp 708 (E.D. Pa., 1968) 


* General Services Administration v. Benson, 
415 F.2d 878 (C.A. 9, 1969) 


Hecht Co., The v. Bowles, 321 U.S. 321 (1944) 


United States v. First National City Bank, 
379 U.S. 378 (1965) 


Virginian R. Co. v. Federation, 300 U.S. 515 (1937) - 


Wellford v. Hardin, 315 F. Supp. 175 (D. Md., 
1970), appeal pending, C.A. 4, No. 14,904) ---- 


Statutes and Regulations: 


f Infor mation Act 


RCE 2 

.C. 552(a) () 5 

.C. 5S2(a) (2) - ener 2,3,4,5,10,16 
.C. 552(a) (2) (A) 5,6 
ie 
Cc 
ss 


552 (a) (2) (B) 5,6 
- 552(a) (3) 3 
552 (b) (3) 10 
. 552(b) (7) 14 
3,10 
Miscellaneous: 
House Report 1497, 89th Cong., 2d Sess., Pp. 9 ---- 13,14 
Senate Report 813, 89th Cong., Ist Sess., p. 3 ---- 7,9,13 


Davis, The Information Act: A Preliminary 
Analysis, 34 U. of Chi. L. Rev. 761 (1967) 8,11,14 


IN THE UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 24742 
EDWARD S. IRONS, 
Appellant, 
v. 


WILLIAM B. SCHUYLER, 
Commissioner of Patents, 


Appellee, 


ON APPEAL FROM THE UNITED STATES DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA | 


BRIEF FOR THE APPELLEE 


REFERENCES TO RULINGS 


The district court's order of October 26, 1970 (A. 65-67, directing the 


Patent Office to maintain and make available for public inspection and 


copying a current index of unpublished manuscript decisions of the Patent 


Office since July 4, 1967, but otherwise dismissing the action, is 


unofficially reported at 167 PQ 728. 


QUESTIONS PRESENTED * 
1. Whether a request, pursuant to the Freedom of Information Act 


for records which 5 U.S.C. 552 (a) (2) requires to be made available for 
| 


public inspection and copying, but which have not been made available 
by the agency, must be for "identifiable records" as required by) 


5 U.S.C. 552(a)(3). 


2. Whether the request for "all unpublished manuscript decisions 
of the Patent Office" is a reasonable request for identifiable eae 

3. Whether, if records sought under the Freedom of Information Act, 
5 U.S.C. 552, do not fall within any of the statutory exemptions, the 
court nevertheless has equitable discretion to withhold ordering dis- 
closure on public interest grounds. : 

STATUTE INVOLVED 

The relevant portions of 5 U.S.C. 552 are reproduced as ani 

Appendix to this brief, infra la-2a, : 
STATEMENT OF THE CASE 

This action grew out of a request by the appellant, pursuant to 

5 U.S.C. 552(a) (3), to inspect "all unpublished manuscript decisions 


of the Patent Office together with such indices as are available" 


(A. 10). Manuscript decisions are unpublished decisions of the | 


* This case previously was before this Court on appellant's petition 
for a writ of mandamus (No. 24587), which was dismissed as moot by 
order of September 30, 1970. 
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Patent Office, available in typewritten form to office personnel, but not 
to the public (A. 8). The Patent Office denied the request on the grounds 
that the records requested could not be identified, and that disclosure 
was barred by 35 U.S.C. 122 (A. ll). 

Appellant thereupon filed a complaint in the United States District 
Court for the District of Columbia pursuant to 5 U.S.C. 552 (a) (3) to 
compel the Patent Office to produce the requested records and to main- 
tain and make available for public inspection and copying a current index 
of manuscript decisions as required by 5 U.S.C. 552(a! (2) (A. 5-7). 

The Commissioner of Patents filed a Motion to Dismiss or for 
Summary Judgment, supported by the affidavit of Raymond E. Martin, 
Associate Solicitor of the United States Patent Office (A. 37). Mr. Martin 
stated that manuscript decisions may or may not constitute final agency 
opinions since some of the decisions may be interlocutory in nature. 

The Patent Office had maintained no formal file of manuscript decisions 
separate from the files of the cases in which the decisions were 


rendered, although some of the decisions rendered before 1954 are bound 


together in approximately 175 large volumes. There are nearly five 


million files in the Patent Office which could contain one or more manu~ 
script decisions (A. 38-39). 
The court refused to order production of all manuscript decisions. 


It stated: 


The request in the instant case "for all unpublished manu- 
script decisions" is not a reasonable request for identifiable 
records, but rather a broad, sweeping, indiscriminate request 
for production lacking any specificity. "All decisions" is not 
a reasonably identifiable description, any more than asking for 
all the books in a particular library or all of the unpublished 
opinions of the United States District Court. The plaintiff has 
not shown that he has been denied any reasonable request for 
specific materials--but only a general request for all opinions, 
some of which may be excludable as trade secrets and some of 
which may not be. It may be true that some of these opinions 
could be made available under the provisions of the Act if a 
specific request for an identifiable opinion were made, but a 
request for all is not specific enough to decide if any partic- 
ular decision or decisions can be made available. | 
* * * This Court is not required to examine every manuscript 
decision of the past 100 or more years to decide in each case 
if there is trade secret or other material which should be | 
excluded. * * * In the case of a specific request for produc 
tion that had been denied by the Patent Office, the Court could 
reasonably be expected to examine the claim of exclusion to 
see if there were any basis. * * * (A. 66-67) 


The court went on to order the Patent Office to 


maintain and make available for public inspection and copying 
a current index providing identifying information for the public 
as to the unpublished manuscript decisions of the Patent’ iOffice 
since July 4, 1967, insofar as the same is required by 5 U. S.C. 
552(a)(2). The Court makes this order so that the public, will 
have an adequate basis on which to make reasonable specific 
requests of the Patent Office. (A. 67) 1/ | 


This appeal followed (A. 68). 


my, The Patent Office has taken steps to comply with this order. There are 


four tribunals within the Patent Office which issue final opinions: The 

Board of Appeals, the Board of Patent Interferences, the Trademark Trial 

and Appeal Board, and the Commissioner of Patents. All decisions issued 

by the Trademark Trial and Appeal Board are published and indexed in the 

U.S. Patents Quarterly. An index to the unpublished decisions of the 

Board of Appeals and the Board of Patent Interferences is expected to be 

completed within two months. Indexing of the decisions of the Commissioner 
of Patents has begun, and should be completed in the next few months. 
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ARGUMENT 


I. IF RECORDS WHICH 5 U.S.C. 552(a)(2) REQUIRES TO BE 
MADE AVAILABLE IN FACT ARE NOT MADE AVAILABLE BY 
THE AGENCY, A REQUEST FOR THEIR PRODUCTION MADE 
PURSUANT TO 5 U.S.C. 552(a)(3) MUST BE FOR IDENTI- 
FIABLE RECORDS AS REQUIRED BY 5 U.S.C. 552(a) (3). 

Appellant argues that the records sought are either final opinions made 
in the adjudication of cases, or statements of policy and interpretations 
adopted by the agency and not published in the Federal Register, and thus 
are required to be made available for public inspection and copying under 
5 U.S.C. 552(a)(2)(4 and (B). Because records falling within those 
categories are required to be made available under 552 (a) (2), appellant 
argues that a request to inspect them does not have to be for "identifiable 
records" as required by 552(a) (3), for 552 (a) (3) applies only to agency 
records other than those specified in 552(a)(2) (Appellant's brief, pp. 
26-29). 

There are two difficulties to appellant's approach: first, it is based 
upon a misreading of the statute, which provides that, except as to 
records actually "made available under" 5 U.S.C. 552(a) (1) and (2), there 
must be a request for "identifiable records", 5 U.S.C. 552 (a) (3); and 
second, it overlooks that some of the decisions involved do not fall within 
the terms of 5 U.S.C. 552(a) (2). 

Even if all the manuscript decisions sought fell within the production 
requirements of 552(a)(2), a request to inspect them would have to be 
made in identifiable terms, so long as the agency did not voluntarily make 
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them available. 5 U.S.C. 552(a)(3) provides in relevant part (emphasis 
| 
added): | 


Except with respect to the records made available under 
paragraphs (1) and (2) of this subsection, each agency, : ‘on re- 
quest for identifiable records made in accordance with published 
rules * * * shall make the records promptly available to! any 
person * * *, | 


This Court, in interpreting that paragraph, has said: 


* * * We interpret this paragraph as meaning that except with 
respect to records the agency has made available under’ para- 
graphs (1) and (2) in compliance with that portion of this Act, 

the agency must make all other identifiable records available 
(unless exempted by subsection (b)) or face judicial compulsion 
to do so. * * * The only viable interpretation of this paragraph 
is that the judicial process is available to compel the disclosure 
of agency records not made available under paragraphs () and 
(2) as well as the agency records referred to in Parscrsen (3). 

* * * (Emphasis in the original.) 


American Mail Line, Ltd. v. Gulick, 133 App. D. C. 
382, 411 F.2d 696, 701 (C.A.D.C.). 
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The Patent Office did not make the records available on request. There- 
fore, before production can be compelled the request for profluction clearly 
must be made in identifiable terms. : 

Furthermore, while some of the manuscript decisions are final agency 
opinions and thus would be included within the production requirement of 


522(a)(2)(A), others are interlocutory in nature and would not be included. 


The same is true of procedural rulings in such decisions; while some might 


constitute statements of policy and interpretations adopted by the agency but 


not published in the Federal Register, within the meaning of $552(a)(2)(B), 
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others may be interlocutory, and thus would not constitute statements of 
policy or interpretations actually adopted by the agency. 
Il. A REQUEST FOR "ALL UNPUBLISHED MANUSCRIPT 
DECISIONS OF THE PATENT OFFICE" Is NOTA 
REASONABLE REQUEST FOR IDENTIFIABLE RECORDS. 
The court below held that the request for “all unpublished manuscript 


decisions" was not a reasonable request for identifiable records as required 


by 5 U.S.C. 552(a) (3). Itis "a broad, sweeping, indiscriminate request 
2/ 


lacking any specificity." 

The legislative history of the Act provides some assistance in inter- 
preting the meaning of the term “identifiable records". The Senate Report 
states, "records must be identifiable by the person requesting them, i.e., 

a reasonable description enabling the Government employee to locate the re- 
quested records." (S. Rept. 813, 89th Cong., lst Sess., P.- 8-) 

Appellant argues that the records sought were sufficiently identified 
that they could be located. Itis literally true that the records sought could 
be located, if the Patent Office were required to search through each of 
“more than 3,500,000 files of patents, approximately 100,000 files of patent 
interferences (terminated or unterminated), approximately 180,000 pending 
patent applications, and well over a million abandoned patent applications, 
any one of which may contain one or more manuscript Beacon to 
2/ = Order, A. 66. 


3/ Affidavit of Raymond E. Martin, Associate Solicitor, United States 
Patent Office, A. 39. 
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Separate out the manuscript decisions. However, if the meaning of “identi- 


fiable records" is that such records can be located only after searching 


through all files in the agency, the requirement is meaningless. Almost any 


record can be located after such a search. It is inconceivable that Congress 
meant that any request, regardless of how generalized, how sweeping, and 
how burdensome to the agency constitutes a request for " identifiable records" 
if the request ultimately could be fulfilled. The district court was right in 


believing that there is a requirement of reasonable specificity contemplated 


by the Act. The words “identifiable records" necessarily must refer to some- 
thing more than a physical inability to find records; Congress hardly would 
have thought it necessary to instruct the courts not to compel agencies to do 
the physically impossible. As Professor Davis pointed out in The Information 
Act:_A Preliminary Analysis, 34 U.Chi. L.Rev. 761, 782 (1967): 

The Social Security Administration issues more than four million 

orders a year, the Bureau of Customs three million orders, the 

Department of Agriculture two million feed grain and wheat 

diversion orders, and the FCC more than one million licenses 

(each an order). 

In Bristol-Myers Company v. Federal Trade Commission, U.S. App. 
D.C. , 424 F.2d 935, this Court held that a request for documents rele- 
vant to a rulemaking proceeding instituted by the Commission on the basis 
of “extensive staff investigation, * * * accumulated experience and avail- 
able studies and reports" was a request for identifiable records insofar as it 


sought those reports the Commission had relied on. The Court added, 


== 


however, that "To the extent that the request may be read as seeking addi- 
tional material outside the category, the claim of failure to meet the identi- 
fication requirement may be more plausible" (424 F.2d at 938) A 

The records sought clearly do not fall within the Bristol-Myers holding; 
they were never cited by the Patent Office as the basis of any action. The 
additional statement of the Court, however, is in point. The request for all 
unpublished manuscript decisions is analogous to the request for all informa- 
tion concerning the effects of analgesics, in that to comply with either re- 
quest, the agency would be required to search through a great body of its 
files in order to produce the records requested. Had Congress intended 
such a result it would not have inserted the requirement that the records re- 
quested must be identifiable. The identification requirement was carefully 
added to the bill by the Senate Committee on the ee ae must be 
applied in a manner which gives it meaning. 


Appellant charges that by refusing to order production of the requested 


records on the ground that the request was not for identifiable records, the 


eee eee ee 
4/ ‘The Court then explained in a footnote that, in Bristol-Myers, a 
request had been made for “each item which has contributed to or consti- 
tutes information concerning the effect of any analgesic and information 
concerning the accuracy of appellant's assertions concerning the effects 
of various ingredients of its own analgesic products." Id., n. 8 


5/ “The purpose of this amendment is to require that requests of in- 
spection of agency records identify the particular records requested." 
S. Rept., p. 2. 


| 
district court has effectively denied all access to manuscript decisions, for 


only the Patent Office has access to the information which would allow ap- 
pellant to make any more specific request. Yet, as part of the same order, 
the court ordered the Patent Office to compile an index of all manuscript de- 
cisions since the effective date of the Act, insofar as one is required by 5 
U.S.C. 552(a) (2) A In explanation, the court stated: “The Court makes this 
order so that the public will have an adequate basis on which to make reason- 
able specific requests of the Patent Office" (A, 67). When such an index is 
compiled appellant will have, to the maximum extent which is practically 
feasible, access to information which will allow him to oe a "reasonable 


Wi, 
specific request" for records. 
In the interim, to require production of all manuscript decisions, when 
8/ 


many of them may fall within one or more exemptions of the Information Act, 


would unjustifiably impose an unreasonable burden on the agency and the 


&/ Appellant points to the fact that there are indices to the 175 pre-1954 


bound volumes. As Mr. Martin pointed out, however, "bound decisions 

were indexed only to the extent of the volume number they appeared in, and 
an alphabetical index at the beginning of each volume, of the names of the 
Petitioners and the pages on which the pertinent decisions appear" (A. 38-39). 


Z/ Indexing of the unpublished manuscript decisions of the Patent Office 
has begun, and should be completed within the next few months. 


8/ While appellant sought below to disparage the likelihood that such de- 
cisions could be exempt, it is apparent that some, for example, clearly 
would fall within the rms of 35 U.S.C. 122, and hence be exempted from dis- 
closure by 5 U.S.C. 552(b)(3). 

| 


courts, which would have to sift through thousands of documents to deter- 
mine which are exempt from disclosure. 
III. THE COURT HAS EQUITABLE DISCRETION TO REFUSE 
TO ORDER PRODUCTION OF RECORDS THAT DO NOT 
FALL WITHIN ONE OF THE EXEMPTIONS TO THE 
FREEDOM OF INFORMATION ACT. 
Even if the request for "all unpublished manuscript decisions" could be 


viewed as one br identifiable records, the district court nonetheless had 


ecuitable discretion to refuse to order production of the records sought. 


Professor Davis has persuasively set forth the reasons why the Information 


Act mustbe read to confer equitable discretion on the courts to refuse to compel 
production of records where such production is inappropriate. (Davis, The 
Information Act: A Preliminary Analysis , 34 U. Chi. L.Rev. 761, 767 (1967): 


The Information Act contains no mandatory provision for 
its judicial enforcement. The key words are: "Upon complaint, 
the district court * * * shall have jurisdiction to enjoin the 
agency from withholding of agency records and to order the pro- 
duction of any agency records improperly withheld from the 
complaint." The court has jurisdiction to enforce; it is not 
commanded to enforce. Furthermore, the word "enjoin" is 
enough to invoke the traditions of equity. And an equity 
court by its intrinsic nature has a discretionary power to re- 
fuse to participate in bringing about results that are incon- 
sistent with sound equitable practice. 


Even though the Emergency Price Control Act of 1942 
provided that an injunction "shall be granted" against a vio- 
lation, the Supreme Court held "we do not think that under 
all circumstances the court must issue the injunction or other 
order which the Administrator seeks." */ The Court emphasized 


*/ The Hecht Co. v. Bowles, 321 U.S. 321, 328 (1944). 
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the fundamental character of equity jurisdiction: "The quali- 
ties of mercy and practicality have made equity the instrument 
for nice adjustment and reconciliation between the public 
interest and private needs as well as between competing 
private claims." **/ The Court accordingly upheld a refusal 
to enjoin violations resting on “mistakes . . . made in good 
faith..." 


| 

When the Supreme Court so holds even under a statutory 
provision that an injunction "shall be granted," surely equitable 
traditions apply under the Information Act's provision that the 
court "shall have jurisdiction . . ." | 

When a public interest is involved, not merely a private 
interest, the reasons for the equitable tradition are all the 
stronger: "Courts of equity may, and frequently do, go much 
farther both to give and withhold relief in furtherance of the 
public interest than they are accustomed to go when only 


private interests are involved. *** / 


The equity practice is clear and strong. The court that 
has jurisdiction to enforce the Information Act also has juris- 
diction to refuse to enforce it whenever equity traditions so 
require. 
This analysis has been accepted by the Ninth Circuit, which has 
| 

stated: 
| 

In exercising the equity jurisdiction conferred by the 
Freedom of Information Act, the court must weigh the effects 
of disclosure and non-disclosure, and determine the best 
course to follow in the given circumstances. The effect on 
the public is the primary consideration. 


| 
General Services Administration v. Benson, 415 F.2d 878, 880 
ne are a | 

| 


(C.A. 9, 1969). 


| 
**/ Id. at 329-30. | 


| 
***/ United States v. First National City Bank, 379 U.S. 378, 383 
(969, quoting with approval from Virginian R. Co. v. Federation, 
300 U.S. 515, 552 (1937). 
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The legislative history confirms this reading of the statutory 
language. The House Report explains the enforcement provisions as 
follows: 

The Court will have authority whenever it considers such 

action equitable and appropriate to enjoin the agency from 

withholding its records and to order the production of agency 
records improperly withheld. 
H. Rept. 1497, 89th Cong. 2nd Sess., at p. 9. 

The exercise of equitable discretion by the courts in enforcing 
the Information Act is consistent with the basic purposes of the Act. 
The legislative history shows that Congress was concerned with the 


attitude that government agencies had displayed in the past to pro- 


tect their own records, invoking the public interest merely as an 


excuse to prevent public inquiries into the agencies’ own operation. 3) 


There was no concern shown that the courts might have too narrow 

a concept of the public interest or might be disposed to withhold the 
production of agency records in order to protect government agencies 
from public scrutiny. Rather, the legislative history shows that the 


courts were to have considerable discretion in deciding whether an 


nT 


9/ SeeS. Rept., atp. 3: 


Section 3 of the Administrative Procedure Act, that sec- 
tion which this bill would amend, is full of loopholes which 
allow agencies to deny legitimate information to the public. 
Innumerable times it appears that information is withheld only 
to cover up embarrassing mistakes or irregularities and the 
withholding justified by such phrases in section 3 of the Admin- 
istrative Procedure Act as--"requiring secrecy in the public 
interest," or "required for good cause to be held confidential." 


-]3- 


10 / 


injunctive order was appropriate in a particular case. 


As presently interpreted, the Information Act could require the dis- 


closure of several types of information which clearly should not be dis- 


closed. For example, as Professor Davis points out, " confidential 


communications between the President and the governor of/a state about 
| 


plans for keeping racial peace in the state are clearly required to be 


disclosed." Davis, The Information Act: A Preliminary Analysis, 


34 Chi. L. Rev., 761, 794. Another example concerns the| exemption in 
the Act for “investigatory files" (5 U.S.C. 552(b)(7)); as presently 
interpreted by some courts that exemption only protects investigations 
directed towards pending proceedings and does not always protect 


closed investigatory files. Bristol-Myers Company v. Federal Trade 


9/ (continued) See also H. Rept., at p. 6: 


If none of the other restrictive phrases of 5 U.S.C. 1002 
applies to the official Government record which an agency 
wishes to keep confidential, it can be hidden behind the 
“good cause found" shield. Historically, Government agencies 
whose mistakes cannot bear public scrutiny have found "good 


cause" for secrecy. 


10/ It should be noted that in Information Act cases the action is tried 
de novo in the district court. 5 U.S.C. 552(a)(3). Congress made this 
provision for the explicit purpose of eliminating any element of agency 
discretion in the enforcement of the Act: "the proceedings are to be de 
novo instead of being restricted to judicial sanctioning of agency dis- 
cretion." H. Rept., p. 9. 
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Commission, __ U.S. App. D.C. , 424 F.2d 935, 937-40 (C.A.D.C. 


1970); Cooney v. Sun Shipbuilding and Drydock Co., 288 F. Supp. 708 
(E.D. Pa., 1968); cf. Wellford v. Hardin, 315 F. Supp. 175 (D. Md., 1970), 
appeal pending, C.A. 4, No. 14,904. Under this interpretation, F.B.I. 
files could become open to the general public after an investigation is 
closed, despite the fact that such files may contain, for example, 
scandalous and unverified rumors concerning private individuals. Another 
example concerns exemption 4, which covers "commercial and/or financial 
information obtained from a person and privileged or confidential." As 
interpreted by the Ninth Circuit in General Services Administration v. 
Benson, 415 F.2d 878 (1969), this exemption applies only to information 
obtained from "a person" outside the Government. Accordingly, there would 
be no exemption for confidential information generated inside the Govern- 
ment, as, for example, the formula used by the Bureau of Printing and 
Engraving for the ink used to print money. 

It is, therefore, essential that the courts have, and exercise, 
equitable discretion in Information Act cases. Here, equitable con- 
siderations -- as well as the "identifiable records" requirement -- call 
for denial of the relief sought by plaintiff. 

The discretion exercised by the district court does not permanently 
deny appellant access to the records sought, but only delays consideration 
of the claim until the Patent Office has compiled the index it was 


ordered to compile. Once the index is compiled, appellant will have 
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information which will assist him in identifying manuscript decisions he 
wishes to examine. By so doing, the burden on the Patent Office, 
which otherwise would have to sift through all manuscript decisions 


to determine which of them it views as falling within an exemption to 


the Act, and the corresponding burden on the court to examine all 
| 
decisions for which a claim of exemption is made, will be substan- 


tially reduced. Surely the court may use its equitable discretion to 


fashion a remedy which will afford the moving party much of the relief 
sought, while at the same time, avoid imposing an unnecessary or 


unreasonable burden on the agency and the court. 


It should be noted, in this regard, that while appellant's request 


is one of staggering proportions--in effect demanding that the) Patent 


Office undo the results of 120 years of practice in issuing manuscript 


decisions without systematic filing and indexing, he has shown no 


correspondingly strong need on his part for access to "all" such 


| 
decisions. These decisions are not now used precedentially unless 


they appear in files generally available to the public under Patent 
Office Rule 11 (Martin affid., para. 5, 8, A. 38-39). Insofar as the 


suit seeks to protect the public in general from non-disclosure of 


relevant decisions, the district court has granted relief properly 


tailored to accomplish that end, by requiring the indexing of al 


decisions falling within the terms of 5 U.S.C. 552 (a) (2) rendered after 


July 4, 1967. 
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CONCLUSION 


For the reasons advanced above, the order of the district court 


should be affirmed. 


Respectfully submitted, 


L. PATRICK GRAY, III 
Assistant Attorney General, 


THOMAS A. FLANNERY, 
United States Attorney, 


WALTER H. FLEISCHER 
BARBARA L. HERWIG, 
Attorneys, 
Department of Justice, 
Washington, D. C. 20530, 


MARCH 1971 


5 U.S.C. 552(a) 
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| 
(2) Each agency, in accordance with published rules, 
shall make available for public inspection and copying+— 


(A) final opinions, including concurring and dis- 
senting opinions, as well as orders, madein the ad- 
judication of cases; | 


(B) those statements of policy and interpretations 
which have been adopted by the agency and are not 
published in the Federal Register; and 


(C) administrative staff manuals and instructions 
to staff that affect a member of the public; 


unless the materials are promptly published and copies, 
offered for sale. To the extent required to prevent a clearly 
unwarranted invasion of personal privacy, an agency may 
delete identifying details when it makes available or publishes 
an opinion, statement of policy, interpretation, or staff 
manual or instruction. However, in each case the j ustifica- 
for the deletion shall be explained fully in writing. Each 
agency also shall maintain and make available for public 
inspection and copying a current index providing identifying 
information for the public as to any matter issued, adopted, 
or promulgated after July 4, 1967, and required by this para- 
graph to be made available or published. A final order, 
opinion, statement of policy, interpretation, or staff manual 
or instruction that affects a member of the public may be 
relied on, used, or cited as precedent by an agency against 
a party other than an agency only if-- 


(i) it has been indexed and either made available 
or published as provided by this paragraph; or 


(ii) the party has actual and timely notice of the 
terms thereof. 


(3) Except with respect to the records made available under 
paragraphs (1) and (2) of this subsection, each agency, on 
request for identifiable records made in accordance with pub- 
lished rules stating the time, place, fees to the extent 


la 


authorized by statute, and procedure to be followed, shall make 
the records promptly available to any person. On complaint, the 
district court of the United States in the district in which the 
complainant resides, or has his principal place of business, 

or in which the agency records are situated, has jurisdiction 

to enjoin the agency from withholding agency records and to 
order the production of any agency records improperly withheld 
from the complainant. In such a case the court shall determine 
the matter de novo and the burden is on the agency to sustain 
its action. In the event of noncompliance with the order of the 
court, the district court may punish for contempt the responsible 
employee, and in the case of a uniformed service, the respon- 
sible member. Except as to causes the court considers of 
greater importance, proceedings before the district court, as 
authorized by this paragraph, take precedence on the docket 
over all other causes and shall be assigned for hearing and 

trial at the earliest practicable date and expedited in every way. 
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In THE 


United States Court of Appeals 


For THE DISTRICT OF COLUMBIA 


EDWARD S. IRONS, 
Appellant, 
Vv. 


WituiaM B. SCHUYLER, 
Commissioner of Patents, 
Appellee. 


Appeal from the United States District Court 
for the District of Columbia 


APPELLANT’S REPLY BRIEF 


I. INTRODUCTION 


Unable to justify the challenged portion of the order be- 
low on any ground the district court advanced, the de- 
fendant-appellee Commissioner of Patents resorts to 


(a) purported “facts” strongly controverted be- 
low by plaintiff-appellant, which are unproved on the 
record and hence were not considered below, plus 
conclusions and inferences unilaterally drawn by the 
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Commissioner from these same controverted, unproved 
“facts”, and 


(b) out-of-context interpretations of various au- 
thorities contrary to their true import, including an 
unpersuasive “equity” argument based on authori- 
ties which, carefully read in context, are per se a 
powerful argument for the relief plaintiff seeks. 


In addition, the Commissioner asks the Court to save 
him “undue burden”, based on his own unproved ipse 
dixit regarding the steps allegedly taken to comply with 
the indexing requirement of 5 U.S.C. 552(a) (2), pursu- 
ant to the unchallenged portion of the order below. 


Il. THE UNPROVED, CONTROVERTED ALLEGA- 
TIONS OF THE MARTIN AFFIDAVIT MAY NOT 
BE CONSIDERED IN THIS COURT 


All of the Commission’s arguments rest upon quota- 
tions and paraphrases of, and inferences drawn from, the 
challenged affidavit of Raymond E. Martin (A37-39) ad- 
vanced below in support of the “alternative” motion for 
summary judgment (A87) which the district court was 
very careful not to consider or rely upon incident the 
order (A65-67) now on appeal.? In a detailed sworn 


*We have concurrently moved the Court not to consider cer- 
tain quoted portions of appellee’s brief (hereinafter cited as “C. 
Br.”), including quotations designated in our motion as B and G 
which are concerned with the Commissioner’s alleged compliance 
with the indexing requirement. 


We note that in quotation B the Commissioner admits he has 
refused to index decisions pronounced unilaterally by him as 
“not final”, notwithstanding the fact that decisions of the Patent 
Interference Examiner interpreting Patent Office rules are clearly 
within 5 U.S.C. 552(a) (2) (B)—and hence within the order to 
index—whether “final” or not. 


?See our concurrently filed motion that certain portions of the 
Commissioner’s brief be disregarded on this appeal. The portions 
designated A, C, D, E, F, H and I respond to this description. 
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statement under Rules 56(e) and 56(f) plaintiff’s coun- 
sel timely controverted many averments of the Martin 
affidavit and asserted in detail plaintiff’s need for full 
discovery and trial on the merits to explore the bona fides 
of those and all other averments (A41-56). In addition, 
plaintiff pointed out that the Martin affidavit does not 
comply with Rule 56(e) and should not be considered on 
that basis alone. 


Thus Rule 56(e) requires: 


“. . . Supporting and opposing affidavits shall be 
made on personal knowledge, shall set forth such 
facts as would be admissible in evidence, and shall 
show affirmatively that the affiant is competent to 
testify to the matters stated therein. Sworn or certi- 
fied copies of all papers or parts thereof referred to 
in an affidavit shall be attached thereto or served 
therewith... .”* 


As Professor Moore has so well said with ample cita- 
tion of authority: 


“Affidavits containing statements made merely ‘on 
information and belief’ will be disregarded. Hearsay 
testimony and opinion testimony that would not be 
admissible if testified to at the trial may not prop- 
erly be set forth in an affidavit. The affidavit is no 
place for ultimate facts and conclusions of law, nor 
for argument of the party’s cause. But if the affi- 
davit contains relevant material facts, although these 
are intermingled with conclusions of law, the court 
may disregard the conclusions of law and consider 
the rest of the affidavit.” Moore’s Federal Practice, 
Second Edition, Vol. 6, pp. 2806-9. 


The Martin affidavit is not “made on personal knowl- 
edge”, but rests on “a survey” of undefined ambit alleged 
by Martin to be—obviously in his opinion—“of sufficient 

. scope to enable me to state that the following are 
true statements” (A388, Par. 4). 


3 Unless otherwise stated, all emphasis in quotations is added. 
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In Wellhouse v. Tomlinson, 197 F.Supp. 789 (S.D. Fla. 
1961), the court refused to consider that portion of the 
affidavit of a government attorney which was premised 
“apon information gained from examination of the files 
of the Internal Revenue Service.” ¢ 


Martin’s affidavit based on his “survey” of Patent Of- 
fice files secret from plaintiff is of the same ilk and hence 
should be disregarded here as it was below. 


The allegedly “true statements” made by Martin on the 
basis of the “survey”, moreover, are opinions, speculative 
deductions and conclusions as to ultimate facts—and 
many have been expressly controverted (A41-56). For ex- 
ample, the conclusionary statement that the requested 
manuscript decisions “may or may not constitute a final 
agency determination of the issue involved therein since 
some of these decisions may be interlocutory in nature” 
(A388) is a challenged speculative deduction.* 


The Martin affidavit further concludes that the re- 
quested decisions “may relate to substantive or procedural 
matters” and that “Procedural matters in such decisions” 
involve issues which relate to “something other than pat- 
entability per se or priority per se” (A88), thus imply- 
ing—without the factual basis required by the rule—that 
“procedural decisions” are not “final”. Plaintiff is entitled 
to discovery and to trial of the dispositive facts upon 
which the issue of finality—if that is ultimately held to 
be material to this action—is determined.* 


“See also Chan Wing Cheung v. Hamilton, 298 F.2d 459 (1 
Cir. 1962), where an affidavit filed on behalf of the District Di- 
rector of the U.S. Immigration and Naturalization Service and 
“not made on personal knowledge” was excluded. 


5It is ergo not surprising that the district court expressly made 
“no finding as to whether or not these manuscript decisions are 
final opinions” (A67). 


* We question that finality is a relevant or dispositive factor in 
any event. See 5 U.S.C. 552(a) (2) (B). It should be noted, how- 
ever, in the event that finality is ultimately considered a major 
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As this Court has consistently recognized, Rule 56(e) 


“... plainly requires (the word ‘shall’ being manda- 
tory) that an affidavit state matters personally 
known to the affiant. A statement in such affidavit 
as to what the affiant ‘verily believes’ does not satisfy 
this requirement. Belief, no matter how sincere, is 
not equivalent to knowledge. It is further required 
that the facts set forth in the affidavit be such as 
would be admissible in evidence should they be given 
from the witness stand during trial of that case.” 
Jameson v. Jameson, 85 App. D.C. 176, 178, 176 
F.2d 58, 60 (D.C. Cir. 1949).” 


In short, the Martin affidavit may properly be con- 
sidered, if at all on this appeal, only to the extent that 
it includes sworn admissions against interest—such as the 
acknowledgment that the 1853-1954 manuscript deci- 
sions are “indexed” and “kept in approximately 175 
large bound volumes, in chronological order . . . num- 
bered in that order” (A388) which exposes as totally 


specious the Commissioner’s plea of “unreasonable bur- 
den” and the contention that these documents are “un- 
identifiable”. Seemingly, the burden of making publicly 
available “175 large bound volumes” is solely the physical 
labor involved in transporting them to a public reading 
room of the Patent Office. And any contention that 175 
numbered volumes maintained in chronological order are 
not “identifiable” is per se a contradiction in terms. 


The Commissioner’s efforts to use the Martin affidavit as 
evidence in this Court are the more reprehensible in light 
of his persistent obstruction of plaintiff’s discovery below, 


factor in this case, that the complaint expressly pleads in para- 
graph 5 (A5) that the manuscript decisions are final. Under Rule 
12(b) (6) this pleaded averment must be taken as true in the 
present state of the record. 


7 Jameson was quoted with approval and followed on the same 
point in Lark v. West, 182 F.Supp. 794 (D.D.C. 1960), aff'd 110 
App. D.C. 157, 289 F.2d 898 (D.C. Cir. 1961). 
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as concurred in by the district court,’ especially in the 
circumstance that the facts essential to exposing inaccu- 
racies and omissions in the Martin affidavit are largely 
contained in the manuscript decisions and other informa- 
tion sources controlled by the Commissioner which are 
inaccessible to plaintiff. See A41-56. 


Under an analogous factual situation in Bane v. Spen- 
cer, 393 F.2d 108 (1 Cir. 1968), a district court sum- 
mary judgment in favor of a state commissioner of 
mental health was reversed. The First Circuit opinion 
states in pertinent portion: 


“For the moment we will consider only the action 
against Dr. Solomon, the Commissioner of Mental 
Health. This defendant, in spite of a 20-day order, 
did not answer plaintiff’s interrogatories. He relies 
on his affidavit in support of his motion for sum- 
mary judgment in which he incorporated medical 
records. These he successfully moved to impound and 
keep from the plaintiff’s inspection, pursuant to 
Mass. Gen. Laws c. 111, $70. The plaintiff has not 
seen these records. Even if we assume that he is not 
entitled to do so, see Bane v. Superintendent of Bos- 
ton State Hospital, 1966, 350 Mass. 637, 216 N.E. 
2d 111, cert. denied 385 U.S. 842, 87 S. Ct. 96, 17 
L. Ed. 2d 75, he is entitled to file a counteraffidavit 
under Rule 56(f), for which purpose he must know 
what defendant is asserting. 


“The district court, after personally examining the 
medical records, did not pass on plaintiff’s motion to 
release them, but in granting summary judgment 
stated that there was nothing in them of aid to the 
plaintiff. Assuming the district court to be correct, 
the defendant should not be able to use the records 
as a sword to seek summary judgment and at the 
same time blind plaintiff so that he cannot counter. 
Defendant’s affidavit must contain on its face, for 
plaintiff to see, whatever defendant wishes to rely 


% See plaintiff’s opening brief (hereinafter “I. Br.”) pp. 6-10. 
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upon to seek summary judgment. On its face the 
present affidavit does not deny many of the allega- 
tions of the complaint. Furthermore, it should be 
fundamental that a defendant who has failed to an- 
swer relevant and timely interrogatories is, at least 
normally, in no position to obtain summary judg- 
ment. See Toebelman v. Missouri-Kansas Pipe Line 
Co., 3 Cir., 1942, 180 F.2d 1016, 1022. This is not a 
case where the interrogatories were not addressed to 
the issue on which summary judgment was sought.” 
393 F.2d at 109. 


Here, as in the Bane case, “the defendant should not be 
able to use” the manuscript decisions under his exclusive 
control, or Mr. Martin’s interpretation of them on which 
Martin has not even been cross-examined, “as a sword to 
seek summary judgment and at the same time blind plain- 
tiff so he cannot counter”. As in Bane, “it should be 
fundamental” in any event that the defendant “who has 
failed to answer” admittedly relevant and timely inter- 


rogatories “is . . . in no position to obtain summary 
judgment”. Indeed this, like the Bane case, is not one 
“where the interrogatories were not addressed to the issue 
on which summary judgment” is being sought. See also 
in this connection Berne Street Enterprises, Inc. v. Amer- 
ican Export Isbrandtsen Co., 289 F.Supp. 195 (S.D.N.Y. 
1968). 


Apparently based on all of the premises stated in this 
section, the district court’s ruling was rendered without 
reliance on the Martin affidavit. This Court, confronted 
with the manifest inadequacies of the Martin affidavit 
and the failure of the district court to consider it on its 
merits, should equally eschew that affidavit as a basis for 
decision. Accordingly each of the passages A, C, D, E, F, 
H and I from the Commissioner’s brief, quoted and des- 
ignated as such in plaintiff’s concurrently filed motion, 
should be disregarded. 
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iL BY THE COMMISSIONER’S INTERPRETATION 
5 U.S.C. 552(a)(2) IS A SHAM 


The Commissioner’s brief states that “Even if all the 
manuscript decisions sought fell within the production re- 
quirements of 552 (a) (2), a request to inspect them would 
have to be made in identifiable terms, so long as the 
agency did not voluntarily make them available” (C.Br. 
5-6). 


By this somewhat questionable logic, 5 U.S.C. 552 (a) (2) 
would become perhaps the most ineffectual statute Con- 
gress has ever seen fit to enact—since each agency would 
be empowered to avoid its mandatory language by a simple 
refusal of voluntary compliance. 


Nor—the misleadingly edited quotations in defendant’s 
brief (C.Br. 6) to the contrary—did this Court so decide 
in American Mail Line Ltd. v. Gulick, 188 App. D.C. 382, 
411 F.2d 696, 701 (D.C. Cir. 1969). In American Mail 
Line the question confronting this Court was not whether 
documents sought pursuant to 5 U.S.C. 552(a) (2) must 
be “identifiable” pursuant to the first sentence of 5 
U.S.C. 552(a) (3). Rather, it was “whether judicial en- 
forcement is available for paragraphs (1) and (2) of 
subsection (a), as well as for paragraph (3).” 183 App. 
D.C. at 387, 411 F.2d at 701. On this question the Court 
held in context as to the entirety of paragraph (3): 


“We interpret this paragraph as meaning that ex- 
cept with respect to records the agency has made 
available under paragraphs (1) and (2) in compli- 
ance with that portion of this Act, the agency must 
make all other identifiable records available (unless 
exempted by subsection (b)) or face judicial com- 
pulsion to do so. In other words, if the agency re- 
fuses to comply with paragraphs (1) or (2) it is then 
subject to suit under the processes spelled out in 
paragraph (3). The only viable interpretation of this 
paragraph is that the judicial process is available to 
compel the disclosure of agency records not made 
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available under paragraphs (1) and (2) as well as 
the agency records referred to in paragraph (3). 
Congressional intent (although not spelled out di- 
rectly anywhere) seems to have been that judicial 
review would be available for a violation of any part 
of the Act, not merely for subsection (3). 


“We feel that Congress was merely trying to dis- 
tinguish between two different types of agency rec- 
ords, not attempting to limit judicial review; other- 
wise, Congress would have created a right without a 
remedy.” 133 App. D.C. at 387; 411 F.2d at 701. 


Consistently, the Senate Report No. 813 recognized by 
this Court in a footnote to the quotation as one of three 
“most authoritative sources of legislative intent” (note 8, 
133 App. D.C. at 387; 411 F.2d at 701) as to 5 U.S.C. 
552 says that “the agency records made available by” 
5 U.S.C. 552(a) (1) and (a) (2) “are not covered by” 5 
U.S.C. 552(a) (3). See I. Br. 28-29. Thus, as American 
Mail Line holds, the remedy of 5 U.S.C. 552(a) (3) is 
available to enforce paragraphs (a) (1) and (a) (2), but 
as Senate Report No. 813 indicates, the agencies must 
make available different records under (a) (3) than those 
required by (a) (1) and (a) (2). 


Indeed, Professor Davis in “The Information Act: A 
Preliminary Analysis”, 34 U. of Chicago L. Rev. 761 
(1967)—an authority heavily relied on by the Commis- 
sioner (C.Br. 8, 11-12, 14)—dubs the material available 
under “subsection ¢ [5 U.S.C. 552(a) (8)]” as “infor- 
mation” and that made available under “subsection b 
[5 U.S.C. 552 (a) (2)]” as “secret law”. 


In this regard he further counsels: 


“.. . Unlike the Act’s accomplishments in opening 
up information, its accomplishments in opening up 
secret law are impressive. The most significant gains 
from the entire Act are those growing out of the re- 
quirement in subsection (b) [5 U.S.C. 552(a) (2)] 
of disclosure of six items—orders, opinions, state- 
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ments of policy, interpretations, staff manuals, and 
instructions. An incidental gain is the opening of 
agency members’ votes in proceedings required by 
subsection (d) [5 U.S.C. 552(a) (4)]. Although the 
exemptions of subsection (e) [5 U.S.C. 552(b)] 
drastically affect the disclosure of information, their 
effect on disclosure of legal materials is relatively 
small. 


“The agencies could conceivably claim executive 
privilege with respect to some of the legal materials, 
but I think they are unlikely to do so, and I think 
the courts in general will enforce subsection (b) 
without modifying it either by executive privilege or 
by equity traditions, because subsection (b) is rather 
reasonable as it stands, so that neither officers nor 
judges will find occasion to search for ways to es- 
cape from it. The one exception is the requirement 
that all orders be indexed, but agencies may find 
feasible ways to comply with that requirement and 
the Information Act does not authorize courts to en- 
force it.° Except for the indexing of all orders, no 
provision of subsection (b) seems to overreach; the 
deficiencies involve requiring too little, not requiring 
too much.” (p. 804) 


IV. THE COMMISSIONER’S UNTENABLE “BURDEN” 
ARGUMENT 


The “burden” argument rests mainly upon the contro- 
verted speculation that the Patent Office would have to 
search five million files to find the requested decisions. 
Plaintiff, if given the opportunity, expects to prove this 
speculative deduction is not true. See paragraph 13(d) 


* Thus, Prof. Davis apparently would have ordered full produc- 
tion of decisions requested below, but would have refused to order 
indexing as not contemplated by the statute. 


Note that neither he nor Congress has ever deemed it “physic- 
ally impossible” (C.Br. 8) for agencies to comply with 5 U.S.C. 
552 (a) (2). See I. Br. 18-26. The Commissioner agrees “that the 
records sought could be located” (C.Br. 7). 
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of plaintiff’s Rule 56(e) averments below (A53-54). The 
Martin affidavit’s own averments admit that the 1853- 
1954 decisions are collected in 175, more or less, bound 
volumes. Allegedly, the Commissioner is preparing a par- 
tial 1967-1971 index. The files, if any, to be searched 
would, at most, span the 1955-July 4, 1967 period plus 
those containing the unindexed decisions for 1967-1971— 
a fully reasonable search. 


Nor does the act or any other statute or policy impose 
a burden on the Commissioner “to sift... [the decisions] 
to determine which are exempt from disclosure” (C. Br. 
11). The exemptions of 5 U.S.C. 552(b) are limited ex- 
ceptions for agency benefit intended by Congress to be 
claimed sparingly. If any are claimed, “the burden is on 
the agency to sustain its action” in so doing. That it 
might be a “burden” in the sense of being difficult or 
time-consuming for the Patent Office to exercise the priv- 
ilege of claiming exemptions is simply irrelevant. It is 


no excuse for denying the public its right to know the 
secret law of the Patent Office. Indeed, Congress con- 
sidered similar “burden” arguments from other agencies 
and squarely rejected them by enacting the statute. See 
I. Br. 18-26. 


In Wellford v. Hardin, 315 F. Supp. 175 (D. Md. 1970), 
appeal pending, No. 14,904 (4 Cir.) defendant’s “bur- 
den” argument as linked to the meaning of “identifiable 
records” was squarely rejected." The court said: 


1° Contrary to note 8, p. 10, we showed the court below at pp. 
26-37 of our memorandum of points and authorities in opposition 
to the motion to dismiss (Docket Entry for June 22, 1970, A2) 
that the manuscript decisions are not exempted from disclosure 
by 35 U.S.C. 122 read in conjunction with 5 U.S.C. 552(b) (3). 
The district court apparently agreed since its order (A65-7) con- 
spicuously omits reference to such a possible exemption. 


We were denied the right below to show that the decisions are 
not exempt under 5 U.S.C. 552(b) (4). See I. Br. p. 25-6, n. 13 
and p. 35-6. 


11 The appeal was argued February 11, 1971 but to date no opin- 
ion has issued. 
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“... It is clear from the affidavits in this case that 
the records sought are indeed identifiable. Mr. Len- 
nartson, the Director of the Consumer and Market- 
ing Service, stated: 


““No identifiable record contains information 
on detentions sought by plaintiff but instead 
such information is dispersed in many individual 
files, some of which are in storage. Assembling 
this information would require the search of 
many files and be extremely burdensome.’ 


This statement leaves no doubt that the defendant 
knows what information is being sought.* This is 
all that the identifiability requirement contemplates. 
The fact that to find the material would be a difficult 
or time-consuming task is of no importance in mak- 
ing this determination; an agency may make such 
charges for this work as permitted by the statute. 
To deny a citizen that access to agency records which 
Congress has specifically granted, because it would 
be difficult to find the records, would subvert Con- 
gressional intent to say the least. Therefore, this 
court finds the defendant’s assertion that this re- 
quested information is not an ‘identifiable record’ 
within the meaning of the statute to be totally with- 
out merit.” (315 F.Supp. at 177) 


Defendant’s similar assertion here is equally “without 
merit”. There is “no doubt that the defendant [Commis- 
sioner] knows what information is being sought”. 


12 Notwithstanding defendant’s efforts to create confusion (C.Br. 
9, text and n. 4) this Court’s decision in Bristol-Myers v. Federal 
Trade Commission, 1388 App. D.C. 22, 424 F.2d 985 (D.C. Cir. 
1970), is to the same effect. Without regard to which agency con- 
tention this Court deemed possibly “more plausible”, the entirety 
of the district court’s document suppression order was reversed. 
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V. “EQUITABLE DISCRETION” MAY BE UTILIZED, 
IF AT ALL, ONLY TO ORDER THE REQUESTED 
PRODUCTION 


The argument that “equitable discretion” permits the 
Court to excuse the Commissioner from compliance with 
5 U.S.C. 552(a) (2) is ridiculous. The courts have no 
jurisdiction, “equitable” or otherwise, to order noncompli- 
ance by agencies with valid statutes duly enacted by Con- 
gress. 


As said by Professor Davis in his University of Chi- 
cago Law Review article, a portion of which is quoted 
supra, pp. 9-10, and another portion of which (C. Br. 
11-12) forms the cornerstone of the Commissioner’s “equit- 
able discretion” argument, 


“Even if the Act did not provide for judicial en- 
forcement of subsection (b) [5 U.S.C. 552 (a) (2) J, 
the courts could enforce it apart from the Act. Fed- 
eral courts have a general equity jurisdiction, and the 
APA provides that final agency action is reviewable 
except to the extent that statutes preclude judicial 
review or agency action is committed to agency dis- 
cretion by law. No statute precludes review, and 
action in violation of a mandatory statute is not 
committed to agency discretion by law....” (p. 776) 


“Action in violation of a mandatory statute” is equally 
“not committed” by law or by equity to court discretion. 


The cases cited by the Commissioner are not to the 
contrary. Indeed, Virginian Ry. Co. v. System Federation 
No. 40., 8300 U.S. 515, 550-1 (1937), succinctly sums up 
the principles of equity jurisdiction implemented in each 
of Hecht v. Bowles, 321 U.S. 321 (1944), United States 
v. First National City Bank, 379 U.S. 378 (1965), and 
General Services Administration v. Benson, 415 F.2d 878 
(9 Cir. 1969), as follows: 


“Tt is true that a court of equity may refuse to 
give any relief when it is apparent that that which 
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it can give will not be effective or of benefit to the 
plaintiff. Equity will not decree the execution of a 
partnership agreement since it cannot compel the par- 
ties to remain partners . . . or compel one to enter 
into performance of a contract of personal service 
which it cannot adequately control. . . . But the 
extent to which equity will go to give relief where 
there is no adequate remedy at law is not a matter 
of fixed rule. It rests rather in the sound discretion 
of the court. ... Whether the decree will prove so 
useless as to lead a court to refuse to give it, is a 
matter of judgment to be exercised with reference 
to the special circumstances of each case rather than 
to general rules which at most are but guides to the 
exercise of discretion. It is a familiar rule that a 
court may exercise its equity powers, or equivalent 
mandamus powers . . . to compel courts, boards, or 
officers to act in a matter with respect to which they 
may have jurisdiction or authority, although the 
court will not assume to control or guide the exercise 
of their authority. . . .” (Citations omitted through- 
out.) 


Here what the Court is asked to do is “exercise its equity 
powers . . . to compel” the defendant Commissioner to 
perform a ministerial act that is mandatory upon him 
under 5 U.S.C. 552(a) (2). Both GSA v. Benson, supra, 
and the Bristol-Myers decision, supra, note 12 p. 12, are 
exemplary cases in which equity jurisdiction was exer- 
cised, consonant with the letter and spirit of 5 U.S.C. 
552, to compel disclosure of government records. By the 
standards of those cases, similar action is appropriate 
here.?* 


In this connection, it is incorrect that the order below 
“does not permanently deny appellant access to the rec- 


13 The Commissioner’s residual case—Cooney v. Sun Shipbuild- 
ing & Drydock Co., 288 F.Supp. 708 (E.D. Pa. 1968)—is not rele- 
vant here, since it is concerned only with the discovery treatment 
to be afforded certain government investigatory files in private 
litigation. 
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ords sought, but only delays consideration of the claim 
until the Patent Office has compiled the index” (C. Br. 
15) ordered below. That index covers only the period 
July 4, 1967 to the present—and admittedly fails to in- 
clude those manuscript decisions rendered by the Patent 
Interference Examiner (C. Br. 4, note 1; Br. 5,6). Thus 
plaintiff is permanently denied access to the 1853-July 4, 
1967 decisions by the order below—which affords not even 
a chance of obtaining most “of the relief sought” (C. Br. 
16) .™ 


Finally, the suggestion that plaintiff should show 
“need” (C. Br. 16) for the manuscript decisions is a 
mockery of the express language and clear intent of 5 
U.S.C. 552. 5 U.S.C. 552(c) in particular had as its 
specific “purpose . . . to make clear beyond doubt that 
all materials of the Government are to be made available 
to the public by publication or otherwise unless explicitly 
allowed to be kept secret by one of the exemptions in sub- 


section (e) [now 5 U.S.C. 552(b)]”. Senate Report No. 
818, p. 10; partial emphasis in original. 


14 Moreover, it was not the purpose of the indexing requirement 
of 5 U.S.C. 552(a) (2) to facilitate suppression of secret govern- 
ment law, by assisting the agencies to deal with the availability of 
each order or opinion on a case-by-case basis, as the Commissioner 
seems to suggest. Rather, the indexing requirement was intended 
by Congress to make secret government law more accessible to the 
public. See Senate Report No. 8138, p. 7 and House Report No. 
1497, p. 8. 
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VI. CONCLUSION 


The Commissioner having manifestly failed to discharge 
his burden to justify withholding the manuscript deci- 
sions, this Court is requested to enter an order direct- 
ing him to make them available pursuant to 5 U.S.C. 
552 (a) (2), forthwith. 
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